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ANNEXURE 1 

SURVEY QUESTIONNAIRE 

Survey Questionnaire for Law FirmslIndustry Associations and Inventors 

Q 1. Any Specific examples whereby patent application was abandoned/withdrawn/rejected 

on the grounds of less inventive threshold of your invention? 

Q2. As a result of non-protection of your invention under the patent system have you ever 

encountered copying of your invention by your competitors/others? 

Q3. Which sectors needs UM legislation? What should be the subject matter of protection? 

Q4. What are the specific provisions that must be built in to ensure that proposed legislation 

is free from potential pitfalls? Especially what provisions must be built in to ensure that the 

domestic innovators are major beneficiaries, UM thus granted is not frivolous thus ensuring 

its quality and legal certainty, it is not litigation pro, effective commercialization as against 

defensive filing? 

Q5. What provisions must be implemented in proposed UM framework to compensate the 

patentee in case UM so granted is based on patented invention?" 

Survey Questionnaire to Inventors in the area of Electronics, Engineering, Healthcare, 

Agriculture, Mobility, Energy, Electrical, and Mechanical 

Q1. Briefly explain about your invention 

Q2. Is your invention a breakthrough or an improvement over the existing technology/prior 

art? 

Q3. If your invention is an improvement then what are the benefits of your invention over the 

existing technologies (for example, better use, enhanced features/cheap/ease in manufacture 

etc.? 

Q4. Can further improvements be made easily over your invention by a person skilled in the 

art? 

Q5. Have you filed patent application or design application for your invention? If yes, what is 

the status of that application and if not then what are the reasons for not filing it? 



FRAMEWORK OF PROPOSED PATENT PROTECTION (UTILITY INNOVATION ACT) IN INDIA FOR INDIA 7 
~.-­-------

The draft framework has been crafted on the basis of key learning from various countries which have adopted this 
legislation. Further, reliance has been made on the zero draft that was circulated by Department of Industrial policy 
and Promotion, over which substantial amendments have been made in order to ensure that India must have robust 
legislation in place which is free from potential pitfalls by capturing the best practices adopted across the globe. 

The Utility Innovation Act 
General Provisions Short comments 
CHAPTER-l-PRELIMINARY 

1. Short title, (1) This Act may be cited as Utility Innovation Act, The preamble may be so constructed so (1) Since the 
preamble, extent 2015 ~ as to imply that the true object of the subject matter of 
and (2) This law is issue to define rules, regulations Act IS to effectively promote and protection 
commencement and measures concerning the promotions of protect the Utility innovation proposed UM 

creativities, inventions, economic wisdoms, the Phenomenon in the Nation and ensure covers both 
protections and guardedness of intellectual commercial exploitation of the same in products and 
property rights, to guarantee the benefits of the furtherance of economic growth processes thus 
intellectual property's owner and of the society; naming the new 
the promotion of scientific and technology, system as Utility 
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2. Definitions and 
Interpretations 

Research and Development, technology transfer 
in the country and from foreign countries; the 
promotions of trade, investment and the ability in 
competitions for the country's economy in 
globalization era, efficiently. All above are to 
make the country into an industrialized and 
civilized country, rapidly. 
(3) It shall come into force on such date as the central 
Government may, by notification in the Official 
Gazette, appoint; and different dates may be 
appointed for different provisions of this Act and any 
reference In any such provision to the 
commencement of this Act shall be construed as a 
reference to the coming into force of that provision. 
(1) In this Act, unless the context otherwise requires,­
(a) "Appellate Board" means the Appellate Board 
referred to in section 116 of the Patents Act, 1970 
(b) "assignee" includes an assignee of the assignee 
and the legal representative of a deceased assignee 
and references to the assignee of any person include 
references to the assignee of the legal representative 
or assignee of that person; 
(c) "capable of industrial application", means that the 
invention is capable of being made or used in an 
industry; 
(d) "controller" means the Controller-General of 
Patents, Designs and Trade Marks as referred to in 
section 61; 
( e) "convention application" means an application for 
a utility innovation made by virtue of section 44 of 
this Act.; 
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This section provides certain definition 
and interpretations of the terms used 
under this law in order to bring in 
clarify regarding its appropriate 
interpretation and objective, especially 
the term innovative step 

Model shall be a 
lTIlSnOmer. 
Therefore, the 
proposed 
legislation may be 
named as Utility 
Innovation Law 

(2) Derived from 
Laos UM 
Legislation, 
Chapter I 

(m) As the research 
paper highlights 
prominently that 
the lower 
innovative step has 
better appeal from 
domestic users 
however care must 
be taken to ensure 
that extremely easy 
devices are not 
protected. 
Australian model 
seems to be the 
best model Section 
7(4). Japan Patent 
Office also does 



(t) "convention country" means a country or a 
country which is member of a group of countries or a 
umon of countries or an Inter-governmental 
forganization under the provisions of section 133 of 
the Patents Act 1970; 
(g) "creator" means a true and first creator who has 
created the technical idea but does not include either 
the first importer of an invention into India, or a 
person to whom an invention is first communicated 
from outside India. 
(h) "district court" has the meaning assigned to that 
expression by the Code of Civil Procedure, 1908 (5 
of 1908); 
(i) "exclusive license" means a license from a utility 
innovation right holder which confers on the 
licensee, or on the licensee and persons authorized by 
him, to the exclusion of all other persons (utility 
innovation right holder), any right in respect of the 
registered utility innovation, and "exclusive licensee" 
shall be construed accordingly; 
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not grant UMs 
which would have 
been extremely 
easy to create by a 
person ordinarily 
skilled III the art 
before filing of a 
particular UM 
application. 
Germany also 
seems to focus 
more on the 
enhancement III 

features of UM as 
against the prior art 
which IS more in 
line with the 
system followed in 
Australia. China 
also adopts the 



(j) "High Court" in relation to a State or Union 
Territory means the High having territorial 
jurisdiction in that State or Union Territory as the 
case maybe; 
(I) "innovative stepl" for the purpose of this Act 
means a feature of the innovation which offers 
progress over the prior art in its working or ease 
in manufacture 

Explanation: Innovative step may be proved by 
showing that the Utility Innovation offers valuable 
quality in terms of better use, better function, give 
advantage, save time, soften hard work, improve 
hygienic or psychophysical conditions of labour, 
enhanced functionality, enhanced endurance, better 
performance and operation, ease of application, 
special effectiveness, profitable use such as cost 
reduction and cost effectiveness. 
The obviousness of the feature of invention to a 
person skilled in the art or to the prior art base shall 

system much in 
line with Australian 
system and German 
system wherein 
focus is more on 
the progress made 
rather than looking 
it from the eye of 
person ordinarily 
skilled in the art 

( 0) Research 
highlights that the 
implementation of 
blended novelty is 
the best suited 
model as also 
followed in 
Azerbaijan, 
China, Hungary, 

1 Innovative Step: In line with the aforesaid, it is important to keep a substantial difference between the Standard Patent System and 
the Proposed Utility Innovation system in terms of the types of inventions which are eligible for protection under both the system 
failing which the Utility Innovation System loses its importance. There are 6 countries which adopted high threshold of inventiveness 
at par with patent system namely, Belgium, Bulgaria, Brazil, Honduras, Indonesia, Slovakia and hence failure of the Utility Model 
system in these countries. 

As has been highlighted through various cases in Indian diaspora, the patentability threshold for protection of inventions is relatively 
high which measures non-obviousness in terms of the person skilled in the art and possessing a technical advance. Thus, many 
inventions which may be obvious but possess a technical advance are lying unprotected 
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not be the ground of rejection of invention under the 
Utility innovation Act. 

(m) "legal representative" means a person who in law 
represents the estate of a deceased person; 
(n) "new or novel" for the purpose of this Act 
means a technical idea which has not been 
anticipated by publication in any document 
anywhere in the world or used or worked within 
the territory of India 
(0) "official journal of patent office" means an 
official journal published by the controller under 
section 145 of the Patents Act 1970 
(P) "patent office" means the patent office referred to 
in section 74 of the Patents Act 1970 and 61 of this 
Act; 
(q) "person" includes the government; 
(r) "person inter~sted" includes a person engaged in, 
or in promoting, research in the same field as that to 
which the invention relates; 
(s) "prescribed" means,-

(i) in relation to proceedings before a High Court, 
prescribed by rules made by the High Court; 

(ii) in relation to proceedings before the Appellate 
Board, prescribed by rules made by the Appellate 
Board; and 

(iii) in other cases, prescribed by rules made under 
this Act; 
(t) "prescribed manner" includes the payment of the 
prescribed fee; 
(u) "priority date" has the meaning assigned to it by 
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Korea. This 
system seems to 
have inbuilt 
advantage that it 
ascertain the 
novelty of 
invention globally 
as far as pnor 
publication is 
concerned. It 
ensures that the 
already protected 
invention III any 
other country is not 
protected III the 
country where 
applicant is making 
an application. 

It IS advisable to 
have the scope of 
subject matter 
protection similar 
to that of patent 
which will not only 
help III easy 
converSIOn 
between the two 
fonns besides 
ensunng that one 
law does not 



3. Rewards and 
Remuneration 

section 9; 
(v) "register" means the register of patents referred to 
in section 36; 
(w ) "utility innovation Certificate" means a 
certificate to a technical idea in a product or a 
process possessing an innovative step which is new 
and is industrially applicable. 
(2) In this Act, unless the context otherwise requires, 
any reference-

(a) to the Controller shall be construed as 
including a reference to any officer discharging the 
functions of the Controller in pursuance of section 61 
read with section 73 of the Patents Act, 1970; 

(b) to the patent office shall be construed as 
including a reference to any branch office of the 
patent office. 

a. In the case of an employer, a legal entity or a 
national (hereinafter referred to as "the employers"), 
where an employee,an officer of the legal entity, or a 
national (hereinafter referred to as "the employees") 
has obtained a Utility Innovation Right for an 
innovation which, by the nature of the said 
innovation, falls within the scope of the business of 
the said Employer, etc. and was achieved by an act(s) 
categorized as a present or past duty of the said 
Employee, etc. performed for the Employer, etc. 
(hereinafter referred to as "Employee invention") or 
where a successor to the right to obtain a Utility 
Innovation for the Employee inno"ation has obtained 
a grant therefore, the said Employer, etc. shall have a 
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override another 
existing law which 
makes specific 
exclusions from the 
protection. 

Provisions regarding appropriate This clause IS 

remuneration to employee upon grant derived from the 
of UM and commercialization reward mechanism 

implemented 
under the Japanese 
Patent Law 
(Section 35) which 
also applies 
Mutatis Mutandis 
to Japanese Utility 
Model Law as per 
last section of 
Chapter II 



non-exclusive license on the said right. 
(2) In the case of an innovation by the employees, 
unless the said innovation is an Employee invention, 
the exclusive rights to receive the grant over the 
Utility Innovation shall vest with employer in lieu of 
the provision in any contract, employment regulation 
or any other stipUlation providing which in advance 
grants right to employer to obtain a patent for an 
invention made by the employees 
(3) Where the employees in accordance with any 
contract, employment regulation or any other 
stipulation, permits the right to obtain a Utility 
Innovation registration for an Employee invention, to 
vest with the employers or grants an exclusive 
license therefore to the employers the said employees 
shall have the right to receive appropriate 
remuneration. 
(4) Where a contract, employment regulation or any 
other stipulation provides for the remuneration 
provided in the preceding paragraph, the payment of 
remuneration In accordance with the said 
provision(s) shall not be what IS recognized 
unreasonable in light of situations including where a 
consultation between the employers and the 
employees had taken place in order to set standards 
for the determination of the said remuneration, where 
the set standards had been disclosed, and where the 
opinions of the employees on the calculation of the 
amount of the remuneration had been heard. 
(5) Where no provision setting forth the 
remuneration as provided in the preceding paragraph 
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Reward and 
remuneration to 
inventor/creator IS 

one of the 
important ways of 
incentivization. 
There are many 
countries which 
follow this system 
of rewarding the 
creator/inventor 
by way of giving 
him adequate 
remuneration/roy 
alty upon 
successful 
commercialization 
of Utility Model 
for example, 
China, Japan, 
Korea, UK, 
France, Sweden, 
Germany etc. 

The clauses covers 
all aspects of 
employees actions 
In a company 
where unless there 
is a contract signed 
to the contrary, the 



4.What is 
registerable as 
utility innovation 

exists, or where under the preceding paragraph, the 
payment of the remuneration in accordance with the 
provision(s) is recognized unreasonable, the amount 
of the remuneration under Paragraph 3 shall be 
determined in light of the profit to be received by the 
employers from the invention, burden borne by the 
employers and benefit received by the employees in 
relation to the invention and any other factors. 

CHAPTER-I1-REGISTERABILITY 
UTILITY INNOVATIONS 

OF 

A utility Innovation, characterized by innovative 
step is protected under the Utility Innovation Right 
where it satisfies the criteria of novelty, innovative 
step and industrial applicability. 
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right to receive title 
under utility 
innovation shall 
vest with employee 
while 
simultaneously 
ensuring adequate 
remuneration In 

case of its 
commercialization 
by the employer 

Also see section 16 
of the China's Law 

Conditions for registration of invention This clause has 
as Utility Innovation for those been derived from 
inventions having lesser inventive the Law that 
threshold prevails In 

Ecuador which 
explicitly states 
that UM shall be 
available for 
innovations which 
carries lesser 
inventive step as 
against the 
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requirement 
under the 
standard Patent 
System, see 
Article 71 of 
Ecuador. Similar 
such explicit 
mention is 
available in the 
laws of Laos and 
Uruguay. Clear 
mention of the fact 
that UM IS 

available for 
inventions having 
lesser inventive 
threshold will help 
III removing any 
ambiguity and 
creating enough 
distinction between 
the preamble of 
Patents Act and 
proposed Utility 
Innovation 
legislation. 



5.Innovations 
which are not 
registerable as 
utility innovation 

,.. 

The following innovations are not registerable as This provision intends to exclude 
certain innovations from the 

contrary to well registrability as utility innovation right 
utility Innovation under this Act­
(a) an innovation which is 
established natural law: 
(b) Innovation the pnmary or intended use, 
commercial exploitation or publication of which 
would be contrary to public order or morality or 
which causes serious prejudice to human, animal or 
plant life or health or to the environment; provided 
that the exploitation shall not be deemed to be so 
contrary merely because it is prohibited by law or 
regulation. 
(c) discoveries or scientific principles or formulations 
including abstract theory; 
(d) any process or method including also those 
relating to medical treatment, curative, surgical, 
therapeutic, prophylactic or diagnostic procedures or 
other treatment of human beings, animals or plants; 
(e) innovations relating to chemical or 
pharmaceutical substances or compositions 
(f) innovations relating to any biological material 
including microorganisms; 
(g) mathematical or business method and algorithms 
or computer programme per se 
(h) a literary, dramatic or artistic work or aesthetic 
creations including cinematographic works and 
television productions; 
(i) schemes, rules and methods for performing mental 
acts, playing games; 
(j) presentations of information , 
(k) topography of integrated circuits; 
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6. Prior 
Information: 
Improvement on 
Existing rights 

(1) an innovation which is traditional knowledge or 
which is an aggregation or duplication of known 
properties of traditionally known component or 
components 
(m) innovations which causes serious prejudice to 

defense or security of India 

CHAPTER-III Application for registration of 
Utility Innovation 
1) Subject to the provisions of section 5, no person 
shall apply for a Utility Innovation registration in or 
outside India for any invention based on an existing 
patent or Utility Innovation without a prior 
information, as prescribed, to the Utility Innovation 
Rights Regulatory Authority (herein referred to as 
UIRRA) before making such application. 
Provided that the person shall, before the registration 
of Utility Innovation, shall obtain permission of the 
UIRRA 
Provided further that the UIRRA shall dispose of the 
application for permission made to it within a period 
of 30 days from the date of receipt thereof. 
2) The UIRRA shall impose benefit sharing2 fee or 
royalty or both or impose conditions including the 
sharing of financial benefits arising out of the 
commercial utilization of such rights. 

7. Framework of 1. Any person who intends to file an application for 
seeking registration of Utility Innovation covering 

Prior Permission for Filing Utility 
Innovation Application based on 
existing patented invention or granted 
Utility innovation Right, similar to the 
provisions under the Biodiversity Act 
of India 

2 While calculating the remuneration, the calculation methods may be adopted as mentioned in Chapter 5 of the thesis. 
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pennission increment/improvement over an existing patented 
invention or existing registered Utility Innovation 
right whether in India or outside India, may make an 
application infonning UIRRA in such fonn and in 
such manner as may be prescribed. 
2. The applicant before the grant of registration for 
utility innovation right covermg 
increment/improvement over an existing patented 
invention or existing registered Utility Innovation in 
India, may make an application for agreement 
concerning benefit sharing in such fonn and in such 
manner as may be prescribed to the UIRRA. 
3. On receipt of an application as aforementioned, the 
UIRRA may, after making such enquiries as it may 
deem fit and if necessary after consulting an expert 
committee constituted for this purpose, by order, 
grant approval subject to any regulations made in this 
behalf and subject to such tenns and conditions as it 
may deem fit, including the imposition of charges by 
way of royalty or for reasons to be recorded in 
writing, reject the application, 
Provided that no such order for rejection shall be 
made without giving an opportunity of being heard to 
the person affected. 
4. The Utility Model-Patent Regulatory Authority 
shall give public notice of every approval granted by 
it under this section 

8. Application for (1) Any person who is the creator of the Utility This provides details of procedure and 
registration of Innovation or is assignee of the creator or legal conditions to apply for the registration 
Utility Innovation representative and intends to obtain utility innovation of utility innovation in India 

rights for his invention shall file an application in the 
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It is important to 
note that the grant 
of the Utility 
Innovation right is 



9.Divisional 

patent office either alone or jointly in the prescribed 
fonn and prescribed manner; 
(2) Every application for utility innovation shall be 
for one utility innovation only and accompanied 
by a complete specification, drawings if any and an 
abstract providing technical infonnation in respect of 
the invention; 
(3) Every complete specification shall be filed in the 
prescribed fonn and include, a title, technical field of 
the invention, brief description of the drawings, if 
any, prior art references, known to him at the time of 
making an application, including the one on which 
improvement/increment has been made and instant 
application is bying filed for seeking registration over 
improvement/increment, detailed description of the 
invention including its operation, use, method by 
which it is to be perfonned, in particular, the method 
which is best known to him 
(4) The claim shall be clear, concise and succinct and 
shall be fairly based on the matter disclosed in the 
complete specification 
(5) The claims in the complete specification shall 
relate to a single invention or group of inventions 
linked so as to fonn a single invention concept 
provided that substantial features of such group of 
inventions are related to same utility innovation. 
(6) Subject to the provisions of section 6, the 
application shall also be accompanied with the 
certified copy of prior infonnation to UIRRA 

(1) Subject to the provisions of section 5, where an Provisions for filing divisional 
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timely as 
highlighted in the 
thesis given the 
fact that the 
innovations would 
majorly be such 
which have short 
commercial life, 
this fonnality 
check provIsIOn 
must be adopted 
with rights 
enforceable only 
after the rights are 
substantively 
examined and the 
technical 
evaluation report is 
generated. 



application 

10. Conversion 
of the 
application (in 
case dual filings 
are not done by 
the applicant) 

application for registration of utility innovation has application from the main application 
been filed disclosing more than one invention, the in case there is a disclosure of more 
applicant, if he so desires may file a divisional than one invention 
application out of first application for such distinct 
invention before the registration of the utility 
innovation; 
(2) The divisional application out of first application 
shall be accorded same date of filing as of first 
application provided that the said divisional 
application is filed in accordance with provisions of 
section 5 of this Act. 

(1) An application for the grant of patent filed in 
India under the provisions of the Patents Act, 1970 
may be converted, within the prescribed time, as an 
application for the registration of Utility Innovation 
provided a request for such conversion is made to the 
controller in the prescribed manner; 
(2) An application for the registration of design filed 
in India under the provisions of the Designs Act, 
2000 may be converted within the prescribed time, as 
an application for the registration of Utility 
Innovation provided a request for such conversion is 
made to the controller in the prescribed manner; 
(3) An application for the grant of utility innovation 
right or the registered utility innovation right may be 
converted into an application for the grant of patent 
under the provisions of the Patents Act, 1970 
provided a request for such conversjon is made to the 
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This provides the provisions for 
converSIOn of utility innovation 
application to an application for the 
grant under Patents and conversion of a 
patent application/design application 
into Utility innovation application for 
the registration of rights. 

It is important to 
provide an 
opportuni ty to 
applicant to convert 
patent application 
into utility 
innovation 
application as it 
would prove to be 
highly beneficial 
for applicant in 
case he finds that 
the innovation IS 
not fit for 
protection under 
the standard patent 
system/design 



11. Dual Filing 

controller in the prescribed manner 
(4) An application for the converSIOn of an 
application in the subsection 3 shall not be allowed 
after the expiration of 60 days from the date of filing 
of request for the cancellation of Utility Innovation 
right 
(5) An application for the conversion of an 
application in the subsection 3 shall not be 
allowed in case Utility innovation right holder 
makes a request for technical evaluation report to 
enforce his rights against the alleged infringer 
(6) Where a request for conversion of application 
under the prtfceding subsections has been received 
from the applicant, the application so converted 
shall be accorded the same date as of the earlier 
filed application as the case may be. 

(1) Where an application for patent and an This provides provision for filing dual 
application for utility innovation right has been filed application for patent and utility 
by the applicant for same invention on same date, innovation or design and utility 
utility innovation rights shall be registered, if the innovation application 
applicant so desires, during the pendency of the simultaneously 
patent application provided that such utility 
innovation rights shall be extinguished automatically 
on the date when grant of patent application has been 
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registration or vice 
versa. 

Since Japan does 
not allow dual 
filings the applicant 
has to wait till the 
patent 
decides 

office 
the 

rejection or grant 
over patent and 



communicated to the applicant. 
(2) Where an application for design and an 

application for registration of utility innovation have 
been filed by the applicant for same invention on 
same date, utility innovation rights shall be registered 
during the pendency of the design application, if the 
applicant so desires, provided that applicant shall be 
entitled only to have either utility innovation rights or 
deign rights on the registration of design on the 
design application and in such event the applicant 
shall inform the controller in writing. 
(3) Where the applications for the grant of patent, 
registration of the design and registration of 
utility innovation have been filed by the applicant 
for same invention on same day, he shall not be 
entitled for dual protection of his invention and 
that the applicant shall inform ,the controller in 
respect of the rights for which he is interested 
prior to the grant any right. 
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takes away a long 
time and eats up 
substantial term of 
Utility Model. In 
China the patent is 
granted when UM 
holder expresses 
his waiver for UM 
rights. 

The problem 
regarding dual 
filing in China has 
also been depicted 
which has potential 
impact on alleged 
infringer about the 
uncertainty of 
rights when UM 
and patent has been 
filed on the same 
day for invention. 
Since Patent IS 

substantively 
processed! examine 
d and hence the 
claims are much 
narrower In scope 
however same IS 

not correct with 
regard to UM 



12. Branching (1) Subject to the Section (new section to be 
Off inserted .... in the Indian patents Act) of the Patents 

Act the branched Utility Innovation application shall 
be granted as Branched Utility Innovation subject to 
the provisions of section 5, 6 and 8 of this Act. 
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which will have 
broadest claims. 
The IP holder may 
thus drag the 
respondent under 
the suit of 
infringement with 
regard to UM 
rights granted 
which are 
otherwise much 
narrow III scope as 
far as patents are 
granted which 
would otherwise 
lead to non-
infringement. India 
must include a 
provision which 
does not lead to 
such situations. 
This situation has 
been addressed by 
way of proposed 
section 10(5). 

(5) Similar system 
is followed In 

Grmany 



Corresponding amendment shall have to be made 
under the Indian patents Act by inserting section as 
given below: 

Section (Inserted section) ..... 

(1) Subject to the provlSlons contained in this 
section, an applicant can make an application for the 
grant of Utility Innovation right in respect C?f any 
improvement in or modification of an invention 
described or disclosed in the complete specification 
filed therefore (in this Act referred to as the "main 
invention'') and the applicant also applies or has 
applied for a patent for that invention or is the 
patentee in respect thereof and such an application 
shall be named as Branched Utility Innovation 
application 
(2) A Branched Utility Innovation right shall not be 
granted unless the date of filing of the application 
was the same as or later than the date of filing of the 
application in respect of the main invention. 
(3) A Branched Utility Innovation application shall 
be granted as per the provisions of the Utility 
Innovation Law 
(4) The term of Branched Utility Innovation right 
shall be governed as per section 18 of the Utility 
Innovation Law 
(5) The grant of branched Utility Innovation 
application shall be independent of the grant qf 
application for main invention filed under the Indian 
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13. Conflicting 
Applications 

Patents act 

(1) Where two or more applications for registration 
of utility innovation for same invention have been 
filed on different dates, the applicant who has filed 
first has a right to obtain utility innovation 
registration. 
(2) Where two or more applications for registration 
of utility innovation for same invention have been 
filed on same date, none of the applicants shall be 
entitled to obtain utility innovation right registration 
unless an agreement between both the applicants has 
been made and a request in writing has been filed in 
the patent office'to process their application jointly or 
in name of the party as decided mutually to obtain 
utility innovation registration. 
(3) Where two or more applications for registration 
of utility innovation for same invention have been 
filed on same date, none of the applicants shall be 
entitled to obtain utility innovation right registration 
as the case may be provided that utility innovation 
rights may be registered to both applicants jointly if 
an agreement· between them has been made and a 
request in writing has been filed in the patent office 
to process the application jointly. 
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This provides the provisions & tenns There may be a 
and conditions for addressing the issue case wherein a 
of conflicting applications which are utility innovation 
filed on same date by different application may be 
applicants covering the same/similar filed at a later date 
inventions than a patent 

application by a 
different applicant 
for the same 
invention. In such a 
case, a Utility 
Innovation Right 
may be granted as 
the time duration 
for such an 
examination IS 

shorter than a 
Patent application. 
While the prior art 
search shall not 
show the process of 
examination of the 
Patent application, 
the Utility 
innovation right 
holder shall enJoy 
exclusive rights in 
this regard till the 
patent is granted to 
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the earlier applicant 
and thus the Utility 
Innovation right 
may be revoked 
only at a later date. 
This might lead to 
abuse of the 
process and must 
be addressed. 
The expert group in 
Australia 
deliberated on 
whether the system 
of allowing filing 
of patent 
application taking 
priority of an 
earlier tiled Utility 
Model application 
would be of any 
use. The expert 
group deliberated 
on the same and 
recommended that 
this would not be 
of any use as the 
earlier filed 
application will go 
through only 
fonnality check 
and thus will be 



14. 
Confidentiality 
Check 

CHAPTER-IV Examination of Utility Innovation 
applications 
(1) Before filing a Utility Innovation application Security Check before filing abroad 
abroad, the applicant shall be required to file a 
corresponding application in India or inform the 
Controller of his intention to seek utility innovation 
right abroad by seeking his permission. 
If no prohibition of the Patent Office is notified to 
him within 21 working days following receipt of 
notice of his intention, he may subsequently file 
utility innovation application abroad. 
The filing abroad of an application for the grant of 
Utility Innovation abroad may be effected before the 
expiration of the prescribed time limit, but not earlier 
than after verification of the presence of confidential 
information, the disclosure of which may be 
prejudicial to the security of India, 
Utility Innovations which may be prejudicial to the 
security of India, shall be kept secret in the manner 
prescribed by the legislation and shall not be 
protected abroad. 
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granted in 2-3 
months. Once it is 
granted gaining 12 
months priority 
date will be 
essentially of no 
use. 

While it is very 
important that the 
application 
intended to be filed 
abroad is checked 
for security reasons 
but it IS equally 
important that the 
applicant does not 
suffer from delayed 
approval 
procedure. 
Therefore the 
system that exists 
in Belarus (see 
section 32(2» and 
Article 4 & 20 of 
China may be 
adopted which 
ensures hassle free 
procedure. Thus, 



15. Examination 
of application 

(1) On receipt of the application for registration of Examination 
utility innovation, the Controller shall refer the said Check) 
application without undue delay to an examiner for 
its examination provided that such examination shall 
be confined only to the provisions of sections 5 and 
6 and other formal requirement under this Act. 
(2) The examiner shall send the examination report to 
the applicant to respond to objections raised within 
the prescribed time. 
(3) If no reason for rejection is discerned after 
preliminary examination with respect to its 
compliance with section 4, 5 and 6 of a utility 
innovation application, the Controller shall make a 
decision on granting of the utility innovation right, 
issue a corresponding certificate, and meanwhile 
register and announce the same. The utility 
innovation right shall become effective as of the date 
of announcement 
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procedures (Formality 

m case if an 
applicant does not 
hear from Patent 
office within the 
prescribed time he 
is then free to file it 
abroad. 

Fonnality 
Examination is the 
system which IS 

used in majority of 
countries that have 
implemented 
Utility Innovation 
system. This 
ensures quick grant 
and as an incentive 
to domestic 
applicants to 
commercialize 
their inventions 
early which IS 

important for those 
inventions 
especially that have 
short 
shelf/commercial 
life. Since the 
formality 
examination puts 



the quality of UM 
applications at 
risk besides 
causing risk 
regarding 
excessive 
defensive filings 
hence care has 
been taken by 
making it 
mandatory on UM 
holder to get his 
UM grant 
substantively 
examined before 
enforcing rights 
and a mandate to 
commercialize 
failing which UM 
grant should 
automatically 
lapse. 
Subsection 2 and 3 
has been derived 
from section 40 of 
the Chinese UM 
law. Also see 
section 8 and 11 of 
UM legislation of 
Costa Rica 

16.Time to put (1) Subject to the provisions of section 8, the Time for re~istration of utility The time period of 

242 



the application in 
order for grant 

application for registration of Utility Innovation shall 
be granted within a period of three months from the 
date of filing of Utility innovation application in 
case the application is filed electronically 

(2) Subject to the provisions of section 8, the 
application for registration of Utility Innovation shall 
be granted within a period of six months from the 
date of filing of Utility innovation application in 
case the application is filed in physical form 

innovation in lesser time in case of 3 months should 
electronic filing not trigger from the 

date when 
applicant receIves 
the examination 
report because In 

that case there will 
be no time 
boundation on 
examiners to Issue 
examination on 
time report to 
applicant which 
will delay the 
grant. 

In order to 
incentivize 
electronic filing 
early grant would 
be helpful as also 
available in China 

16a. Refusal of (1) Where the applicant has resubmitted the Opportunity to be provided in case of 
the application documents and detailed observations after complying refusal of registration of utility model 

with the objections communicated to him and the rights by the controller 
controller is of the opinion that a utility innovation 
cannot be registered, he shall give the applicant· an 
opportunity of being heard before refusing to proceed 
further the utility innovation registration. 
(2) Where the controller proceeds to refuse the 
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registration of utility innovation right, he shall issue 
to the applicant his decision in writing with reasons 
therefore. 

I7.Amendment The controller may allow the applicant to amend the Amendment provisions without 
of the application application in order to comply with the objections enlarging the scope of the utility 

provided that such amendment shall be limited to innovations 

I8.Registration of 
utility 
innovations 

correction of obvious errors, or explanation or 
disclaimer and no amendment shall be allowed, the 
effect which would be to enlarge the scope of the 
invention or specification so amended would claim 
the subject matter which In substance was not 
disclosed in the specification before amendments. 

CHAPTER-V Registration Of Utility Innovations 
and Ri2hts of the Owner 
(1) Where the application for registration of utility 
innovation has been found to be in order for grant 
and either 

(a) the application has not been refused by the 
controller under the provisions of this Act or 

(b) the application has not been found to be in 
contravention of the provisions of section 5 and 
section 6, Utility Innovation shall be registered to 
the applicant with the seal of the patent office and the 
date on which the utility innovation is registered 
Provided further that, before the grant of Utility 
InnovatIon right, the applicant shall provide to 
the Controller certified copy of the agreement 
signed with the UIRRA regarding sharing of 
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Registration of utility innovation on 
compliance of the conditions and 
publication of such utility innovations 
in the official journal of patent office 



revenues with the holders of existing patent(s) 
and/or Utility Innovation rights as prescribed in 
Section 7 
(2) The details of utility innovation right so 
registered including the date of its registration shall 
be entered in the register of utility innovations 
(3) On the registration of utility innovation, the 
controller shall publish in the official journal of 
patent office the facts that the utility innovation has 
been registered including the name and address of the 
utility innovation right holder, title of the invention, 
application number and its filing date, utility 
innovation number and its date of registration and 
abstract and issue the certificate of its registration to 
the utility innovation right holder. 

19. Utility Where the utility innovation has been registered and 
innovation open details of its registration have been published in the 
for public official journal Of patent office, thereupon the 
inspection complete application shall be open for the public 

inspection and copy thereof shall also be available on 
the payment of the prescribed fee. 
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Public inspection and availability of Free online 
copy thereof on publication availability of the 

Journal should be 
made In light of 
making the entire 
system user 
friendly and 
transparent III its 
working 



20.Tenn of utility (1) Subject to the provisions of this Act, the tenn of 
innovations & every utility innovation so registered shall be a 
Proof of period of ten years from the date of the filing of the 
commercializatio application in India 
n (2) The tenn of every such utility innovation right 

shall be available for three years initially which can 
be extended further beyond three years but not 
exceeding ten years in aggregate, after filing the 
renewal fee before the expiration of previous tenn 
(3) An application for extension under subsection 
(2) for next two years twice subsequently but not 
exceeding it beyond 7 years, shall be accompanied 
by an affidavit of the owner of the certificate for 
the utility innovation showing that the utility 
innovation is in commercial or industrial use in 
India, or satisfactorily explaining its non-use, and 
shall also be accompanied by the prescribed fee 
(4) An application for extension under subsection 
(3) for next three years, shall be accompanied by 
an affidavit of the owner of the certificate for the 
utility innovation showing substantial sales 
revenue rates over last three years 
(5) An Application for extension under preceding 
subsections shall be available only after the owner of 
Utility Invention right submits the renewal fee before 
the expiry of initial tenn 
(6) Notwithstanding anything contained in this Act, a 
utility innovation shall cease to have effect on the 
expiration of the period prescribed for the payment of 
maintenance fee, if that fee is not paid within the 
prescribed period or within such extended period as 
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Term of utility innovation and 
further extension of term beyond 
prescribed period only on the 
condition of commercial exploitation 
by manufacturing in India. 

Maintenance of 
utility innovation 
during extended 
period on the 
payment of fee and 
also provision for 
waiving of fee for 
those who can 
prove that they 
have no sufficient 
means to pay such 
maintenance fee. 

As per the 
proposed section, 
the total term of 
UM shall not 
extend beyond 10 
years with initial 
term available for 
3 years. 3 years 
can be extended 
for next two years 
twice only if he 
can prove that he 
has 
commercialized 
his invention (3 + 
2 + 2 = 7). 

After the 



may be prescribed 
(7) The maintenance fee so prescribed to maintain 
the utility innovation so registered may be waived for 
a period by the controller in respect of those utility 
innovation right holders who can prove to his 
satisfaction that they have no reasonable means to 
pay the said fee 
(8) All fees pursuant to subsec. 5, 6 and 7 which 
have been paid, but have not yet become due shall be 
refunded if the utility model is waived or becomes 
otherwise null and void before the due date 
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expiration of 7 
years the right 
may be extended 
for next 3 years 
only if owner is 
able to prove 
substantial 
economic gain 

The renewal fee 
amount must 
increase 
progressively so 
that the holders 
find it better to 
extinguish their 
rights soon for 
public use in case 
the rights are not 
reaping them 
desired economic 
value, as 
applicable in 
Australia 

Similar to 
Australia, India 
may adopt system 
of reimbursing fee 
in certain cases to 
serve as an 



2l. 
Supplementary .. 
prOVISIOns as to 
amendment of 
application or 
specification 

1) No amendment of an application for registration of 
Utility Innovation shall be made except by way of 
disclaimer, correction or explanation, and no 
amendment thereof shall be allowed, except for the 
purpose of incorporation of actual fact, and no 
amendment shall be allowed, the effect of which 
would 
be that the specification as amended would claim or 
describe matter not in substance disclosed or shown 
in the specification before the amendment, or that 
any claim of the specification as amended would not 
fall wholly within the scope of a claim of the 
specification before the amendment. 
(2) Where after the date of grant of Utility Innovation 
right any amendment of the specification or any other 
documents related thereto IS allowed by the 
Controller or by the Appellate Board or the High 
Court, as the case may be,-

(a) the amendment shall for all purposes be 
deemed to form part of the specification along with 
other documents related thereto; 

(b) the fact that the specification or any other 
documents related thereto has been amended shall be 
published as expeditiously as possible; and 
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incentive for 
domestic 
applicants. Clause 
8 is derived from 
article 47 of 
Australian 
Innovation Law 



(c) the right of the applicant or right holder to 
make amendment shall not be called in question 
except on the ground of fraud. 
(3) In construing the specification as amended, 
reference may be made to the 
specification as originally accepted. 
(4) Subject to the provisions of subsection 1,2 and 3, 
the Controller may, upon application made under this 
section in the prescribed manner by an applicant for 
the registration of Utility Innovation right, allow the 
application for the registration of Utility Innovation 
to be amended 'subject to such conditions, if any, as 
the Controller thinks fit: 
PROVIDED that the Controller shall not pass any 
order allowing or refusing an application to amend an 
application for a Utility innovation under this section 
while any suit before a court for the infringement of 
the registered Utility Innovation or any proceeding 
before the High Court for the revocation of the 
registered Utility Innovation is pending, whether the 
suit or proceeding commenced before or after the 
filing of the application to amend. 
(5) Subject, to the provisions of subsection 4, any 
application for leave to amend an application for 
Utility Innovation or a document related thereto 
under this section made after the registration of 
Utility Innovation and the nature of the proposed 
amendment may be published. 
(6) Where an application is published under sub­
section (5), any person interested may, within the 
prescribed period after the publication thereof, give 
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22.Rights of the 
right holder 

23. Open 
Licensing 

notice to the Controller of opposition thereto; and 
where such a notice is given within the period 
aforesaid, the Controller shall notify the person by 
whom the application under this section is made and 
shall give to the person and to the opponent an 
opportunity to be heard before he decides the case. 

(1) Subject to the other provisions of this Act, a 
utility innovation so registered shall confer upon the 
utility innovation right holder the exclusive rights to 
prevent third party without any authorization from 
the act of making, using, offering for sale, selling the 
innovation registered under the Utility Innovation in 
India 
(2) The utility innovation right holder shall also have 
the right to assign or transfer by succession, the 
utility innovation and also to conclude licensing 
agreements 

(1) The Utility Innovation right holder can submit 
to the Controller for the official publication the 
petition on granting the right to use the 
innovation to any person on the terms of general, 
not exclusive license. 

(2) Subject to the provisions of subsection 1, the fee 
for maintaining the Utility innovation right in force 
shall be reduced to 50 percent starting from the 
years following the year of publication of such 
announcemeat. 

2. A person wishing to use the mentioned innovation 
has the right to request the right holder to conclude 
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The kind of rights available for the right 
holder 

Provision to allow the right holder to Derived 
announce his interest in licensing his Article 

from 
37 of 

which rights Belarus 
makes it available 
for the right 
holders to actually 
declare his UM 
open for non­
exclusive licensing 
which allows the 
parties to use the 
patented 
invention without 



the license agreement with him on the terms relevant 
to the ones mentioned in the announcement on open 
license. 

24. 
Licensing 

Cross (1) Notwithstanding anything contained in the other Provisions to seek license over 
provisions of this Chapter, at any time after the grant inventions the rights of which belongs 
of a patent and/or Utility Innovation right, any person to others 
who has the right to work Utility Innovation either as 
holder or as licensee thereof, exclusive or otherwise, 
may apply to the Controller for the grant of a license 
of the patent and or the first mentioned utility 
innovation right on the ground that he is prevented or 
hindered without such license from working the other 
innovation efficiently or to the best advantage 
possible. 

25.Limitations on The utility innovation rights shall not affect the 
a Utility following acts done by the third party without any 
Innovation Rights consent of the right holder: 

(a) working or use of a utility innovation so 
registered for the purpose of research or experiments 
or imparting instruction to the pupils; 
{b) vessels, aircraft or vehicles merely passing 

251 

Limitations on the right under certain 
circumstances where they are not 
considered infringement of rights 

risking themselves 
to the liability of 
infringement, on 
the terms and 
conditions as 
mentioned in the 
declaration. 
Licensing of other 
patent and or utility 
innovation right in 
case Uti Ii ty 
Innovation cannot 
be worked out 
unless license IS 

taken. 

This would 
require making 
amendment in 
section 91 of the 
Indian Patents act 
to include 
licensing and vice 
versa 



26.Amendement 
of registered 
utility innovation 
to deceased 
applicant 

27.Exceptions to 
anticipation 

through India(including territorial waters thereof) 
temporarily or accidentally or machinery, 
instruments, equipment or other accessories used on 
the vessels, aircraft or vehicles; or 
(c) working or use of a utility innovation so 
registered by the Government merely for the purpose 
of its own use. 
(d) acts done in private for the purpose of non­
commercial use or trial 

The controller, at any time after its registration, may Change of name by amendment when 
amend the utility innovation so registered by the person has died 
substituting the name of the person in whose name 
whom the said utility innovation was registered on 
his satisfaction that the said person has died or in 
case of legal entity or body corporate had ceased to 
exist before the registration of utility innovation, 
provided a request in the prescribed manner has been 
by a person who is entitled to becpme legal heir of 
that deceased person or legal· entity or body 
corporate. 

(1) An invention of the utility innovation shall not be Certain circumstances where the 
deemed to have been anticipated by the reason only publication of the invention by use and 
that the invention was published in any document commercial working for reasonable trial 
including the journal published by learned society in and non commercial use not considered 
India or elsewhere or displayed in the Industrial as anticipation 
exhibition organized by the Central Government or 
publicly worked In India for the purpose of 
reasonable trial before the priority date or the date of 
filing of the application for the registration of utility 
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28.Request 
Technical 
Evaluation 

innovation right provided that such application for 
registration of utility innovation was made within a 
period of SIX months from the date of such 
publication or display or publicly working. 
(2) Notwithstanding anything contained in this Act, 
the controller shall not refuse to register the utility 
innovation and utility innovation so registered shall 
not be cancelled by the reason only of the 
circumstances which, by virtue of sub-section( 1) do 
not constitute an anticipation of the invention so 
protected by the utility innovation. 
CHAPTER-VI Technical Evaluation as to 
registrability of Utility Innovation 

for (1) Any person including the utility innovation right 
holder may, at any time after the registration of 
utility innovation, make a request in the prescribed 
manner to the controller for technical evaluation of 
the registrability of such utility innovation. 
(2) A request for technical evaluation once made 
under sub-section (1) shall not be withdrawn 
(3) On receipt of the request, the controller shall 
publish in the official journal of the patent office the 
details of the person who has made such request. 
(4) Where the request under sub-section (1) is made 
by the person other than the utility innovation right 
holder, the controller shall notify such right holder of 
such request. 

Establishment of search report and 
technical evaluation of utility 
innovation inventions as to its 
registrability where substantive issues 
relating to novelty, inventive step and 
industrial application including non 
registerable conditions are considered 

29.Evaluation by (1) Where the request for technical evaluation of the Evaluation of the utility innovation by 
exammer registrability of the utility innovation has been filed, the examiner and publication of the 

the controller shall refer such request without undue technical evaluation report m the 
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delay to the examiner for the technical evaluation as official journal of the patent office. 
to registrability of utility innovation including the 
search report as to novelty, innovative step and 
industrial applicability of the invention. 
(2) The examiner to whom the said request has been 
referred to shall submit his report to the controller 
within a period not exceeding three months from the 
date of filing such request. 
(3) On receipt of the technical evaluation and search 
report, the controller shall publish the said report in 
the official journal of the patent office and also notify 
the utility innovation right holder. 
(4) The technical evaluation report may be used for 
the purpose of utilizing as a prior art search report for 
evaluating the patent application emerged out of 
conversion under section 10. 

30. Effect of (1) Where the technical evaluation and search report Effect of search report and evaluation 
technical IS adverse to the registrability of the utility report and cancellation of utility 
evaluation report innovation so registered and found in contravention innovation in case of adverse report or 

of the provisions of sections 4, 5, 6 and 8 of this Act, amendment of the utility innovation 
the controller shall afford an opportunity of being 
heard to the right holder before cancellation the 
utility innovation right. 
(2) Where the controller proceeds to cancel the 
registered utility innovation on the basis of said 
technical evaluation and search report, he shall issue 
to the right holder his decision in writing with 
reasons therefore and III that event the utility 
innovation so registered shall stand cancelled 
(3) Notwithstanding anything contained above, in 
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31.Notice for the 
opposition to 
registered utility 
innovations 

case the controller is satisfied, on the basis of 
submission made by the right holder during the 
hearing or on the receipt of the report, that utility 
innovation so registered may be continued further 
with the necessary amendments, he shall direct the 
right holder to make such amendments, provided a 
request for such amendment has been made in the 
prescribed manner within a period so specified by the 
controller and amendments so made are not outside 
the scope of the subject matter so disclosed in the 
complete specification and the utility innovation 
registration, so amended, shall stand to continue up 
to the term so provided under this Act. 
CHAPTER-VII Opposition for cancellation of 
registered Utility Innovation 

(1) Any person may give a notice of opposition for Opposition proceedings on certain 
cancellation of the utility innovation so registered in grounds for cancellation of utility 
the prescribed manner by paying the prescribed fee, innovations and also provisions for 
at any time, after the date of publication of the correction of utility innovations 
registration of the utility innovation, to the controller 
on the following grounds, namely, 

(a) that the subject matter registered under the 
utility innovation right has been published prior to 
the date of filing of the application for registration of 
utility innovation 

(b) that the invention of the utility innovation is 
obvious to a person having ordinary skill in the art 
with regard to the state of art available before the 
date of filing of the application 

(c) that the invention of the utility innovation is 
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Subsections 2, 3 
and 4 have been 
taken from Chinese 
UM Law (see 
articles 45 - 47) 

In order to keep a 
check on the 
frivolous 
oppositions the 
opponent must be 
asked to pay fee. 
Imposition of 
reimbursement of 
costs to the 



not capable of industrial application 
(d) that the utility innovation has been registered 

in contravention of the provisions of section 4, 5, 
and 6 of the Act 

(e) that the application for utility innovation was 
not filed within the period so prescribed under the 
Act 

(f) that the application for registration of utility 
innovation was filed by a person not entitled to file 
the application under the Act 

(g) that the person did not disclose the prior art as 
prescribed in section 8(3) 

(h) that the person did not furnish the copy of 
agreement with UIRRA as prescribed in section 6, 7 
and section 18 

(2) The Controller shall examine the request for 
cancell~tion of Utility Innovation right and make a 
decision in a timely manner and notify the opponent 
and the right holder of its decision. The decision on 
cancellation of a utility innovation right shall be 
registered and published in the official gazette. 
(3) A person that is dissatisfied with the Controller's 
decision on cancellation of utility innovation right 
invalid or its decision on affirming the utility 
innovation right may take legal action before the 
court, within three months from the date of receipt of 
the notification. The court shall notify the opposite 
party to participate in the litigation as a third party. 
(4) Any utility innovation right that has been 
declared invalid shall be deemed to be non-existent 
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winning party acts 
as a potential 
deterrence against 
filing frivolous 
opposition or 
frivolous Utility 
Innovation 
applications. See 
also German law 
section 62-63. 

Clause (7) and (8) 
have been included 
as it is important 
that besides 
cancelling the 
Utility innovation 
right registration, 
punitive 
punishment is 
imposed to deter 
him and others 
from not 
indulging in the 
activity of keeping 
the IP office 
unaware of the 
fact that the 
Utility Innovation 
right is actually 
an improvement 



from the beginning. The decision on declaring a right 
invalid shall have no retroactive effect on any written 
judgment or written mediation on infringement that 
has been made and enforced by the court, or on any 
decision concerning the handling of a dispute over 
the infringement that has been performed or 
compulsively executed, or on any contract for 
permitted exploitation of the utility innovation right 
or for transfer of Utility Innovation right that has 
been performed prior to the invalidation declaration 
of the such right. 
(5) Notwithstanding anything contained above, in 
case the controller is satisfied that utility innovation 
so registered may be continued further with the 
necessary amendments, he shall direct the right 
holder to make such amendments, provided a request 
for such amendment has been made in the prescribed 
manner within a period so specified by the controller 
and amendments so made are not outside the scope 
of the subject matter so disclosed in the complete 
specification and the utility innovation so amended 
shall stand to continue up to the term so provided 
under this Act. 
(6) The Controller shall at its equitable discretion 
determine to what extent the costs arising due to a 
hearing or the taking of evidence shall be borne by 
a losing party. This shall also apply if the opposition 
is withdraWn in part or in full or if the patent is 
relinquished. The Controller can order that the 
opposition fee, as prescribed, be reimbursed in full or 
in part. 
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over existing 
patent/utility 
innovation rights 
for which the 
existing rights 
holder must be 
adequately 
remunerated as 
well. 



(7) The Controller shall impose punitive 
punishment on the holder of Utility Innovation in 
case the rights have been declared invalid on the 
ground of non-compliance with section 8(6) and 
18(1) regarding submission of certified copy of 
form showcasing prior information and royalty 
sharing agreement. 
(8) The Controller shall impose punitive 
punishment on the holder of Utility Innovation in 
case the rights have been declared invalid on the 
ground of non-compliance with his obligation to 
pay royalty/remuneration upon 
commercialization of invention as prescribed in 
section 6(2) 
(9) The costs shall include, in addition to the 
expenses of the Patent Office, the costs incurred by 
the parties, including the costs ansmg out of 
participation of the attorney of winning party, to the 
extent that they were necessary for the appropriate 
defense of their claims and rights. The amount of the 
costs to be reimbursed shall be determined by the 
Controller upon request. 
(l0) A person that is dissatisfied with the patent 
review board's decision on declaring a Utility 
Innovation right invalid or its decision on affirming 
the Utility Innovation right may take legal action 
before an Intellectual Property Appellate Board, 
within three months from the date of receipt of the 
notification. The Appellate Board shall notify the 
opposite party in the invalidation procedure to 
participate in the proceedings. 
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32. Registration 
of Society 

CHAPTER VIII Utility Innovation Rights Society 

(1) No person or association of persons shall, after 
coming into force of the Utility Innovation Act 
commence or carryon the business of issuing or 
granting licenses in respect of any work in which 
Utility Innovation rights exists: 
Provided that the holder of Utility Innovation right, 
in his individual capacity, continue to have the right 
to grant licenses in respect of his own works 
consistent with his obligations as a member of the 
registered Utility Innovation rights society 
(2) An association of persons who fulfils such 
conditions as may be prescribed may apply for 
permission to do ':l business specified in sub-section 
(1) to the Controller who shall submit the application 
to Central Government 
(3) The Central Government which may, having 
regard to the interests of the holder and other owner 
of rights under this Act, the interest and convenience 
of the public and in particular of the group of persons 
who are most likely to seek licenses in respect of the 
relevant rights and the ability and professional 
competence of the applicants, register such 
association of persons as a UM Society subject to 
conditions as may be prescribed. 
Provided that the Central Government shall not 
ordinarily register more than one Utility Innovation 
Rights society to do business in respect of the same 
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Setting up of this 
society is similar 
to the collecting 
society under the 
copyrights Act 
which works 
towards the rights 
of the owners in 
terms of collecting 
fee in case of use 
of rights by third 
party 

This clause is 
almost similar to 
the customs 
notification of 
registration of IP 
rights to top the 
entry of infringing 
goods in the 
country. This 
clause talks about 
registering the 
rights under the 
collecting society 



33. Powers and 
Duties of the 

Utility Innovation 
rights Society 

class of works. 
(4) The registration granted to the Utility Innovation 
rights society under subsection 3 shall be for a period 
of five years and may be renewed from time to time 
before the end of every five years on request in the 
prescribed fonn and the Central Government may 
renew the registration considering the report of 
Controller on working of the Society. 
(4) Every Utility Innovation rights society shall 
publish the tariff scheme as may be prescribed. 
(4) The Central Government may, if it is satisfied 
that the Utility Innovation Rights Society is being 
managed in the manner detrimental to the interests of 
the Utility Innovation right holders concerned, cancel 
the registration of such society after such enquiry as 
may be prescribed. 

(1) Subject to the conditions as may be prescribed, 
(a) A Utility Innovation rights Society may accept 

from a Utility Innovation rights holder exclusive 
authorization to administer any right by issue of 
licenses or collection of license fees or both. 

(b) The right holders have the right to withdraw 
such authorization without prejudice to the rights of 
the Utility Innovation Rights Society under any 
contract, subject to certain conditions prescribed. 
(2) Subject to the conditions as may be prescribed, a 
Utility Innovation Rights Society may, 

i. issue licenses in respect of any rights under 
the Act. 
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34.Liability 
infringer 
right holder 

ii. collect fees in pursuance of such licenses. 
iii. distribute such fees among owners of rights 

after making deductions 
for its expenses. 
iv. perform any other functions i.e. control over 

the Society by the owner of rights. 
CHAPTER-VIII Infringement of Utility 
Innovation Ri2hts 

of (1) Where any person, doing any act in contravention 
and of the rights of the utility innovation holder contained 

under section 22 of this Act, shall be liable for each 
contravention 
(2) The utility innovation right holder or exclusive 
licensee may also require a person who is infringing 
or likely to infringe the utility invention rights or 
exclusive license, to discontinue or refrain from the 
act of infringement including destruction of articles 
by which the act of infringement was committed. 
(3) Notwithstanding anything contained above, 
the utility innovation right holder or exclusive 
licensee may not exercise his rights in respect of 
registered utility innovation against the infringer, 
unless he has given a warning in the form of 
technical evaluation report as to the registrability 
of utility invention right. 
(4) Where a trial decision to the effect that the 
utility innovation registration is to be invalidated, 
upon the counter claim of invalidation of Utility 
innovation fIled by the alleged infringer has 
become final and binding, the holder or exclusive 
licensee shall be held liable to comI>ensate damage 
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In case of infringement of the rights 
proVISiOns for discontinuance of the 
infringing activity and destruction of 
articles 

Provisions for warnmg by way of 
sending technical evaluation report for 
registrability. 

In case the holder decides to enforce his 
rights inspite of the fact that the report 
IS negative and court decides to 
invalidate the rights then the holder 
must be penalized but in case the report 
was positive but the court decides to 
invalidate the rights then the holder 
must not be penalized. This is in line 
with the practice implemented in Japan 
(see section 29 (3» 



35. Jurisdiction 
for suit for 
infringement. 

36. Reliefs III 

suit for 
infringement 

sustained by the defendant, etc. as a result of 
warning based on negative Technical evaluation 
report; provided, however, that this shall not 
apply where the holder or exclusive licensee 
exercised his/her right or gave warning thereof 
based on the positive Technical Evaluation Report 

No suit for infringement of utility invention right 
shall be initiated by the right holder or by exclusive 
licensee in any court inferior to a district court 
having jurisdiction to try the suit, provided that 
where a counter-claim for cancellation of the utility 
innovation so registered is made by the defendant, 
the suit along with the counter-claim shall be 
transferred to the High Court for decision. 
(1) The court may grant, in any suit for infringement 
to the utility invention right holder or to the exclusive 
licensee, the relief which includes an injunction with 
such terms and conditions as the court may deem 
think fit and either damages or account of profit. 
(2) The court may also order that goods which are 
found to be infringing and materials and implements, 
the predominant use of which is in the creation of the 
infringing goods shall be ceased, forfeited or 
destroyed, as the court deem fit under the 
circumstances of the case without payment of the 
compensation. 
(3) The Court may decide that the costs of the 
proceedings shall be imposed in full or in part on one 
of the parties, if equitable. It may, in particular, also 
order that the costs incurred by the parties shall, to 
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Jurisdiction of the District Court to try 
the suit for infringement and transfer of 
the suit to the High Court in case of 
counter claims. 

Provisions for injunction or damage or 
account of profit in case of infringement 
including forfeiture and destruction of 
goods without any compensation. 

Injunction and 
Imposition of costs 
by Court keeps a 
check on the 
frivolous litigations 
being filed, This 
has been taken 
from Gennan Law 
(see section 80). It 
might happen that 
the cost imposed 
by court is punitive 
and has potential to 
endanger the losing 
party, in that case 
consideration may 



the extent that they were necessary for the 
appropriate protection of the claims and rights 
involved, be reimbursed in full or in part by the 
losing party. 
(4)The amount of compensation for Utility 
Innovation right infringement shall be determined 
according to the right holder's actual losses caused 
by the infringement. If it is hard to determine the 
actual losses, the amount of compensation may be 
determined accor~ing to the benefits acquired by the 
infringer through the infringement. If it is hard to 
determine the losses of the owner or the benefits 
acquired by the infringer, the amount of 
compensation may be determined according to the 
reasonably multiplied amount of the royalties of 
the registered Utility Innovation. The amount of 
compensation shall include the reasonable expenses 
paid by the right holder for putting an end to the 
infringement. 
If the losses of the right holder, benefits of the 
infringer, or royalties are all hard to determine, the 
court may, on the basis of the factors such as the type 
of Utility Innovation right, nature of the 
infringement, and seriousness of the case, detennine 
the amount of compensation within the range as 
deemed appropriate .. 
(5)When, in a dispute case, a party credibly shows 
the Court that imposition of the costs of the lawsuit 
against him according to the full value in dispute 
would considerably endanger its economic situation, 
the Court may, at the request of said party, order that 
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be given as is also 
available in 
German law (see 
section 144). 
Subsection 
regarding 
calculating the 
compensation 
amount have been 
derived from 
Chinese UM 
legislations 
(section 65). 

High penalty on 
holder of invalid 
Utility Innovation 
right is a potential 
deterrence in 
Gennany. Hence, 
Utility Innovation 
related litigations 
have not been 
witnessed In 

Gennany to a 
noticeable extent. 



37. 
Indemnification 
of the Defendant 

the party's obligation to pay court costs be adjusted 
to accord with a portion of the value in dispute 
appropriate to its economic situation. As a result of 
the order, the favored party shall likewise be required 
to pay the fees of its attorney at law only in 
accordance with said portion of the value in dispute. 
To the extent that the costs of the lawsuit are 
imposed on said party or where said party accepts 
such costs, said party shall be required to reimburse 
the court fees paid by the adversary and the fees of 
the latter's attorney at law only in accordance with 
said portion of the 
value in dispute. To the extent that the extrajudicial 
costs are ordered to be paid by the adversary or are 
assumed by that party, the attorney at law of the 
favored party may recover his fees from the 
adversary in acc,ordance with the value in dispute 
applicable to said adversary. 
(6) The request under the provisions of subsection (1) 
may be declared and recorded at the registrar's office 
of the Court. It shall be submitted before the main 
issues of the proceedings are heard. Thereafter, it 
shall only be admissible if the presumed or fixed 
value in dispute is subsequently increased by the 
Court. Before the decision on the request is rendered, 
the adversary'shall be heard. 
1. The judicial authorities shall have the authority to 
order a party at whose request measures were taken 
and who has abused enforcement procedures to 
provide to a party wrongfully enjoined or restrained 
adequate compensation for the injury suffered 
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Derived 
Article 48 
Chinese 
Legislation 

from 
of 



38. Rights of the 
Exclusive 
Licensee In the 
infringement 
proceeding 

39. Restrictions 
on the powers of 
the court in case 
of innocent 
infringer and 

because of such abuse. The judicial authorities shall 
also have the authority to order the applicant to pay 
the defendant expenses, which may include 
appropriate attorney's fees. 

2. In respect of the administration of any law 
pertaining to the protection or enforcement of 
intellectual property rights, Members shall only 
exempt both public authorities and officials from 
liability to appropriate remedial measures where 
actions are taken or intended in good faith in the 
course of the administration of that law. 

(1) Where the suit for infringement has been filed by 
an exclusive licensee the court, while granting the 
relief, shall take into consideration any loss suffered 
or likely to be, suffered by the exclusive licensee or 
the profit earned by means of the infringement 
(2) Where a suit for infringement has been filed 
under sub section (1) by the exclusive licensee and 
the utility invention right holder has not joined as 
plaintiff, the exclusive licencee shall have right to 
add said right holder as a defendant but in that event, 
he shall not be liable for any cost unless he enters an 
appearance and take parts in the proceeding 
(1) In a suit for infringement of utility innovation, 

damages or an account of profit shall not be granted 
against the defendant who proves that at the date of 
the infringement he was not aware and had no 
reasonable grounds for believing that a utility 
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Provisions for consideration of losses 
suffered by the exclusive licensee. 

Provisions to exclude from 
infringement, the innocent infringer. 



Punitive damages innovation right existed 
in case of willful Explanation - A person shall not be deemed to have 
infringement been aware or to have reasonable grounds for 

believing that a utility innovation right exists by 
reason only of the application to an article of the 
word 'utility innovation' 'Utility innovation 
registered' or any word or words expressing or 
implying that a utility innovation has been registered 
for the article, unless the number of the said utility 
innovation accompanies the words in question. 

(2) In a suit for infringement of utility innovation, if 
it is proved that the infringement was willful, the 
infringer shall in addition to bearing civil liabilities in 
accordance with law be ordered by the administration 
department for Utility Innovation related work to put 
it right, and the department shall make the matter 
known to the public, confiscate his unlawful gains 
and, in addition, impose on him a fine of not more 
than four times the unlawful gain; if there are no 
unlawful gains, a deterrent fine may be imposed on 
him; and if a crime is constituted, criminal 
responsibility shall be pursued in accordance with 
law. 
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Provisions to Impose punitive 
punishment In case of willful 
infringement to create deterrence. The 
subsection on willful infringement has 
been derived from section 64 of the 
China's legislation on UM. 



40. Action in 
Bad faith (Prior 
Art Defense) 

41. Declaratory 
Judgment 

(1) In an infringement dispute, if the accused Provision to keep a check on litigations 
infringer has evidenc.e to prove that the carried out in bad faith when registered 
technology or design exploited is an existing technology is actually a prior art. 
technology or design, the exploitation shall not 
constitute a Utility Innovation right infringement. 

(2) In an infringement dispute, if the accused 
infringer has evidence to prove that the technology or 
design exploited is an existing technology or design, 
the accused infringer may petition the court to order 
the right holder to compensate for the damage caused 
because of the accusation" 

1) If the patentee or interested party has evidence to 
prove that another person is about to commit a patent 
infringement, which, unless being checked in time, 
may cause irreparable harm to his lawful rights and 
interests, he may, before taking legal action, file an 
application to request that the court order to have 
such act ceased. 
2) When filing such an application, the applicant 
shall provide guarantee. In the event of failure to 
provide guarantee, the application shall be 
rejected. 
The court shall make a ruling within 48 hours 
from the time of its acceptance of the application. 
If an extension is needed under special 
circumstances, a 48-hour extension may be 
allowed. If a ruling is made to order to have the 
relevant act ceased, it shall be enforced 
immediately. The party that is dissatisfied with 
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Penalty will deter 
the right holder 
from charging third 
party for 
infringement 

Also see Article 62 
of Chinese Law 

Opportunity to 
right holder to seek 
judgment before 
infringement takes 
place and seeking 
guarantee ensures 
that the right holder 
does not abuse his 
rights. This keeps a 
check on Actions 
in bad faith where 
the holder of the 
Utility Innovation 
has actually got the 
rights over prior art 
and IS disrupting 
the enforcement 
machinery by 



42. Preserving 
evidence 

the ruling may file once for review, and the 
enforcement shall not be suspended during the 
period of review. 
If the applicant does not take legal action within 
15 days from the date the court takes measures to 
have the relevant act ceased, the court shall lift 
such measures. 
If the application is wrong, the applicant shall 
compensate the losses suffered by respondent due 
to ceasing of the relevant act. 

To check a patent infringement, when evidence 
might be lost or might be hard to acquire thereafter, 
the right owner or interested party may, before taking 
legal action, file an application with the court for 
evidence preservation. 
If the court takes preservation measures, it may order 
the applicant to provide guarantee. If the applicant 
fails to provide guarantee, the application shall be 
rejected. 
The court shall make a ruling within 48 hours from 
the time of its acceptance of the application. If it 
rules to take preservation measures, such a ruling 
shall be enforced immediately. 
If the applicant does not take legal action within 15 
days from the date the court takes preservation 
measures, the court shall lift such measures. 

43. Limitation The period of limitation for action against patent 
Period right infringement shall be two years, commencing 

from the date when the patentee or interested party 
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dragging others In 
litigation. 

Also see Article 66 
of China 

Lack of evidence to 
prove infringement 
effectively takes 
away right of the 
holder to enforce 
his rights. This 
prOVIsIon 
help the 
holder 
preservIng 

would 
right 

In 

evidence of 
infringement when 
these are hard to 
obtain 

Derived from 
Article 67 of China 



knows or should have known of the infringement. 

CHAPTER IX International Arrangements 
44. Priority 
convention 
application 

of (1) An application for registration of utility Provisions to claim priority within 12 

45.Additional 
requirements for 
application based 
on convention 
application 

innovation by claiming the priority of the utility months from the date of application 
innovation application filed In the convention filed in convention country. 
country shall be made within a period of twelve 
months, from the date of making of application in 
convention country 
Explanation: where applications have been made for 
similar protection in respect of utility innovation in 
two or more conventional countries period of twelve 
months shall be reckoned from the date on which the 
earlier or earliest of the said application for utility 
innovation was made 
(2) An application for registration of utility 
innovation by claiming the priority of applications 
for utility innovations filed in one or more 
convention countries in respect of one or more utility 
innovations, shall be made within a period of twelve 
months from the earliest of said applications, 
provided that the applicant shall be required to pay 
additional fee for each priority 
The applicant filing the application for the Provisions for filing priority document 
registration of utility innovation based on the from the convention country of the 
convention .application for Utility Innovation filed in application filed in that country. 
the convention country shall be required to provide, 
in addition to the requirement under section 8 of this 
Act, the details of convention application including, 
application number, date of filing, name of the 
applicant in convention country, duly verified copy 
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46.Details 
regarding 
corresponding 
foreign 
applications 

47.Register 
utility 
innovations 

of the specification, by the competent authority 
where the application was filed and incase the said 
application was made in convention country in a 
language other than English, in such case translated 
copy in English or Hindi duly verified by the 
competent authority or by the applicant. 

(1) Where the application for registration of utility 
innovation is filed on the basis of convention 
application for utility innovation registration or a 
corresponding foreign application for same invention 
has been filed, the applicant shall furnish the details 
of such applications including their status, search and 
examination reports and other details as may be 
prescribed, as when required by the controller within 
a period as specified by him 
(2) The controller may also require the details of 
other corresponding applications for utility 
innovation filed in other countries as and when 
required by him within a period as specified. 

CHAPTER X Register of utility innovations 
of (1) There shall be kept at the patent office a register 

of utility innovations so registered wherein shall be 
entered-

(a) names and addresses of the utility innovation 
right holders 

(b) number of registered utility innovation, date of 
filing and date of registration including the title 

(c) notifications of assignments, transfers, 
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Provisions for maintenance of utility 
innovation register in the Patent Office 
to enter the detail of the utility 
innovation so registered along with 
certain particulars. Provisions to 
maintain the said register III the 
electronic form. 



cancellations of utility innovations and 
(d) particulars of such other matters affecting the 

validity or proprietorship of the utility innovation 
right holders, as may be prescribed. 
(2) No notice of any trust, whether express implied or 
constructive, shall be entered in the register, and 
controller shall not be affected by any such notice. 
(3) Subject to the superintendence and direction of 
the Central Government, the register shall be kept 
under the control and management of the controller. 
(4) Notwithstanding anything contained In sub­
section( 1 ),it shall be lawful for the controller to keep 
the register of registered utility innovation or any part 
thereof in any electronic form with such safeguards 
as may be prescribed. 
(5) Notwithstanding anything contained in any other 
law in force time being in India, a copy of, or extract 
from, the register of the utility innovation, certified to 
be a true copy under the hand of the controller or any 
other officer duly authorized by him in this behalf, 
shall, in all legal proceedings including court, be 
admissible in the evidence without producing the 
original 

48.Registration of Where a person becoming entitled to the utility Provisions relating to registration of 
assignments and innovation so registered by assignment, transmission, assignment for validity of transfer of 
transmissions license, mortgage or other instrurrient or operation of right. 

law, he shall give notice to the controller for 
registration of his title or interest in the register of 
utility innovation in the prescribed manner with a 
copy of duly executed copy of such deed of 
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49. Controller to 
have certain 
powers of a civil 
court 

assignment, transmission, mortgage, license or other 
instrument as the case may be 

CHAPTER XI Powers of the controller 
(1) Subject to any rules made in this behalf, the These provisions provide the controller 
Controller in any proceedings before him under this certain power of the Court under the 
Act, shall have the powers of a civil court while Civil procedure in order to take actions 
trying a suit under the Code of Civil Procedure, 1908 In respect of certain matter as 
(5 of 1908) in respect of the following matters, mentioned in these provisions. 
namely,-

(a) summoning and enforcing the attendance of any 
person and examining him on oath; 

(b) requiring the discovery and production of any 
document; 

(c) receiving evidence on affidavits; 
(d) issuing commissions for the examination of 

witnesses of documents; 
(e) awarding costs; I 

(t) reviewing his own decision on application made 
within the prescribed time and in the prescribed 
manner; 

(g) setting aside an order passed ex parte on 
application made within the prescribed time and in 
the prescribed manner; 

(h) any other matter which may be prescribed. 
(2) Any order for costs awarded by the Controller in 
exercise of the powers conferred upon him under 
sub-section (I) shall be executable as a decree of a 
civil court. 
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50.Power 
Controller 
correct 
errors etc. 

43.Power 
Controller 
rectify 
register 

of (1) Without prejudice to the provisions contained in 
to sections 17, 26, 30 and 31 as regards amendment of 

clerical applications for registration of utility innovation or 
complete specifications or other documents relating 
thereto the Controller may, in accordance with the 
provisions of this section, correct any clerical error in 
any application for the registration of utility 
innovation or in any complete specification or other 
document filed in pursuance of such application or 
any clerical error in any matter which is entered in 
the register. 
(2) A correction may be made in' pursuance of this 
section either upon a request in writing made by any 
person interested and accompanied by the prescribed 
fee, or without such a request. 
(3) Where the Controller proposes to make any such 
correction as aforesaid otherwise than in pursuance 
of a request made under this section, he shall give 
notice of the proposal to the applicant for the utility 
innovation or utility innovation right holder, as the 
case may be, and to any other person who appears to 
him to be concerned, and shall gIve them an 
opportunity to be heard before making the correction. 

of (l)The controller, may, on the application made in 
to the prescribed manner by aggrieved person, rectify 

the any entry or ,obvious clerical errors in the register of 
utility innovation, which has been made wrongly 
proving to his satisfaction of such mistakes and the 
controller· shall issue such rectification order 
accordingly 
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In order to facilitate the registration of 
the utility innovation, the provisions for 
correction of clerical error by the 
Controller. 

This provision provides certain 
discretionary power to the Controller to 
rectify any entry m the register or 
obvious clerical error. 



44.Exercise 
discretionary 
powers 
Controller 

(2) Nothing in this section shall be deemed to 
empower the controller to make such order canceling 
the registration of utility innovation so registered 
under this Act 

of Without prejudice to any provision contained in this Provisions for providing opportunity to 
Act, requiring the Controller to hear any party to the be heard before the Controller to the 

by proceedings thereunder or to give any such party an applicant. 
opportunity to be heard, the Controller shall give to 
any applicant for a utility innovation, or for 
amendment of a specification (if within the 
prescribed time the applicant so requires) an 
opportunity to be heard before exercising adversely 
to the applicant any discretion f vested In the 
Controller by or under this Act: 
PROVIDED that the party desiring a hearing makes 
the request for such hearing to the Controller at least 
ten days in advance of the expiry of the time-limit 
specified in respect of the proceeding 
CHAPTER XII I Penalties 

45. 
of 

Falsification If any person makes, or causes to be made, a false Penalties to be imposed in case false 
entries are made in the register of utility 
innovation. 

entries 
register, etc. 

In entry in any register kept under this Act, or a writing 
falsely purporting to be a copy of an entry in such a 
register, or produces or tenders, or causes to be 
produced or tendered, in evidence any such writing 
knowing the entry or writing to be false, he shall be 
punishable with imprisonment for a term which may 
extend to two years, or with fine, or with both. 

Such penalties may 
also be covered 
under the 
provisions of the 
Indian penal Code 

46.Marking and 
Unauthorized 
claim of utility 

(1) An inventor or designer shall have the right to 
state in the documents that he is the inventor or 
designer. The right holder shall have the have his 
Utility Innovation mark displayed on the 

Provisions relating to penalties in case The 1 st clause has 
the article sold are falsely represented to been derived from 
be registered as utility innovation. Article 17 of 

innovation Chinese legislation 
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rights protected products or the package of such 
products. 
(2) Damages cannot be recovered for acts of 
infringement committed before the infringer had 
known; or had reasonable grounds to know of the 
existence of Utility Innovation right. It is presumed 
that the infringer had known of the Utility Innovation 
right if on the product, or on the container or package 
in which the article is supplied to the public, or on 
the advertising material relating to the product or 
process, are placed the words "Utility Innovation 
right" along with the number. 
(3) A Person who does not comply with 
subsection 1 shall not have the right to claim 
damages. 

(4) If any person falsely represents that any article 
sold by him is registered as utility innovation in 
India or is the subject of an application for a 
registration of utility innovation in India, he shall 
be punishable with fine which may extend to one 
lakh rupees. 

Explanation: For the purposes of this section, a 
person shall be deemed to represent-

(a) that an article is registered as utility innovation 
in India if there is stamp, engraving or impression on 
or otherwise applied to, the article the word "utility 
innovation" or "registered utility innovation" or some 
other word expressing or implying that a utility 
innovation for the article has been registered in 
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which helps 
reducing innocent 
infringements 

Chile makes it 
mandatory on the 
holder to mark his 
products so that 
public IS well 
aware that the 
product IS under 
protection. 
Subsection 2 and 3 
is derived from the 
Chile UM 
legislation (see 
article 53) and also 
from Article 80 of 
Philippines UM 
legislation 



47.Refusal or 
failure to supply 
information 

India; 
(b) that an article is the subject of an application for 

a registration of utility innovation in India if there is 
stamps, engraving or impression on or otherwise, 
applied to the article the words "utility innovation 
applied for", "utility innovation pending", or some 
other words implying that an application for a 
registration of utility innovation for the article has 
been made in India. 
Explanation 2 The use of words "utility 
innovation", "registered utility innovation", "utility 
innovation applied for", "utility innovation pending" 
or other words expressing or implying that an article 
is a registered utility innovation or that a utility 
innovation has been applied for shall be deemed to 
refer to a utility innovation so registered in force in 
India, or to a pending application for a utility 
innovation in India, as the case may be, unless there 
IS an accompanymg indication that the utility 
innovation has been registered or applied for in any 
country outside India 

(1) If any person refuses or fails to furnish to the 
Controller any information or statement which he is 
required to furnish by or under section 53 of this Act, 
he shall be punishable with fine which may extend to 
five lakhs. : 
(2) If any person, being required to furnish any such 
information as is referred to in sub-section (I), 
furnishes information or statement which is false and 
which he either knows or has reason to believe to be 
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Penalty in case the information as Derived from 
desired by the controller IS not section 146 of the 
submitted. Indian patents Act 



48.Practice by 
non-registered 
patent agents 

-

49.0ffences by 
compames 

false or does not believe to be true, he shall be 
punishable with imprisonment which may extend to 
six months, or with fine, or with both. 

If any person contravenes the provisions of section Penalties in case unauthorized person 
61, he shall be punishable with fine which may practice as an agent 
extend to one lakh rupees in the case of a first 
offence and five lakh rupees in the case of a second 
or subsequent offence. 
(1) If the person committing an offence under this Provisions relating to offences 
Act is a company, the company as well as every committed by the Companies or their 
person in charge of, and responsible to, the company representatives 
for the conduct of its business at the time of the 
commission of the offence shall be deemed to be 
guilty of the offence and shall be liable to be 
proceeded against and punished accordingly: 
PROVIDED that nothing contained in this sub­
section shall render any such person liable to any 
punishment if he proves that the offence was 
committed without his knowledge or that he 
exercised all due diligence to prevent the commission 
of such offence. 
(2) Notwithstanding anything contained m sub­
section (l), where an offence under this Act has been 
committed by a company and it is proved that the 
offence has been committed with the consent or 
connivance of, or that the commission of the offence 
is attributable to any neglect on the part of any 
director, manager, secretary or other officer of the 
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50.Appeals 

company, such director, manager, secretary or other 
officer shall also be deemed to be guilty of that 
offence and shall be liable to be proceeded against 
and punished accordingly. 
Explanation: For the purposes of this section-
(a) "company" means anybody corporate and 
includes a finn or other association of individuals; 
and 
(b) "director", in relation to a finn, means a partner 
in the finn 
CHAPTER XIII Miscellaneous 
(1) An appeal shall lie to the Appellate Board from 
any decision, order or direction of the Controller 
under section 30, 31 and 43 of the Act. 
(2) Every appeal under this section shall be in the 
prescribed fonn and shall be verified in such manner 
as may be prescribed and shall be accompanied by a 
copy of the decision, order or direction with fees as 
may be prescribed. 
(3)Every appeal shall be made within a period of 
three months from the date of such decision, order or 
direction as the case may be or within such further 
time as may be allowed by the Appellate Board. 
(4) Where an appeal is made from the decision, order 
or the direction of the controller, it shall not be 
binding on the controller to contest the proceedings 
in the Appellate Board 

51.No liability of 
the Central 

The examination and any investigation or report 
made under this Act, shall not be deemed in any way 

or to warrant the validity of any utility innovation, and Government 
officer thereof no liability shall be incurred by the Central 
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Provisions relating to filing of appeals 
to be Appellate Board against the 
decision orders or direction of the 
Controller. 

Provisions relating to exemption of the 
Central Govt. or the officers of the 
Patent Office from any liability. 



52.Evidence 
entries, 
documents, etc. 

Government or any officer thereof by reason of or in 
connection with any such examination or 
investigations or any report or other proceedings 
consequent thereon 

of (1) A certificate purporting to be signed by the 
Controller as to any entry, matter or thing which he is 
authorized by this Act or any rules made thereunder 
to make or do, shall be prima facie evidence of the 
entry having been made and of the contents thereof 
and of the matter or thing having been done or 
omitted to be done. 
(2) A copy of any entry in any register or of any 
document kept in the patent office or of any patent, 

I 

or an extract from any such document, purporting to 
be certified by the Controller and sealed with the seal 
of the patent office shall be admitted in evidence in 
all courts, and in all proceedings, without further 
proof or production of the original. 
(3) The Controller or any other officer of the patent 
office shall not, in any legal proceedings to which he 
is not a party, be compelled to produce the register or 
any other document in his custody, the contents of 
which can be proved by the production of a certified 
copy issued under this Act or to appear as a witness 
to prove the matters therein recorded unless by order 
of the court made for special causes 

Provisions relating to any document 
signed by the Controller to be 
considered as evidence III any legal 
proceeding. 

53.Power of The Controller may, at any time during the Provisions for calling infonnation from Derived from 
Controller to call continuance of the utility invention right, by the right holders III respect of section 146 of the 
for infonnation notice in writing, require a utility invention right commercial working of the utility Indian patents Act 
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from 
holders 
(Working 
statement) 

right holder or a licensee, exclusive or otherwise, to invention in India. 
furnish to him within two months from the date of 

54.Reports of the 
Controller to be 
placed III the 
]2arliament 
55.Right of the 
Government to 
sell or use 
forfeited articles 

such notice or within such further time as the 
Controller may allow, such information or such 
periodical statements as to the extent to which the 
utility innovation so registered has been 
commercially exploited in India as may be 
specified in the notice. 
(2) Without prejudice to the provisions of sub­
section (1), every utility innovation right holder 
and every licensee (whether exclusive or 
otherwise) shall furnish in such manner and form 
and at such intervals (not being less than six 
months) as may be prescribed statements as to the 
extent to which the utility innovation has been 
manufactured on a commercial scale in India. 
(3) The Controller may publish the information 
received by him under sub-section (1) or sub­
section (2) in such manner as may be prescribed. 
The Central Government shall cause to be placed 
before both Houses of Parliament once a year a 
report respecting the execution of this Act by or 
under the Controller. 
Nothing in this Act shall affect the power of the 
government or of any person deriving title directly or 
indirectly from the government, to sell or use any 
articles forfeited under any law for the time being in 
force. 
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Provisions for the placing the report of 
the Patent Office in execution of the 
utility innovation law related matters. 

Government can dispose or use any 
forfeited article of utility innovation. 



56.Loss 
destruction 

or If a certificate of utility innovation IS lost or 
of destroyed, or its non-production is accounted for to 

utility innovation the satisfaction of the Controller, the Controller may 
certificate at any time, on application made in the prescribed 

57.Avoidance of 
certain contracts 

manner and on payment of the prescribed fee, cause a 
duplicate thereof to be sealed and delivered to the 
applicant 
(1) It shall not be lawful to insert-

(i) in any contract for or in relation to the sale or 
lease of an article of utility innovation 
(ii) in a license to manufacture or use an article of 

utility innovation, a condition the effect of which 
may be-

(a) to require the purchaser, lessee, or licensee 
to acquire from the vendor, lessor, or licensor, or his 
nominees, or to prohibit him from acquiring or to 
restrict in any manner or to any extent his right to 
acquire from any person or to prohibit him from 
acquiring except from the vendor, lessor, or licensor 
or his nominees, any article other than the article 
protected as utility innovation or 

(b) to prohibit the purchaser, lessee or licensee 
from using, or to restrict in any manner or to any 
extent the right of the purchaser, lessee or licensee, to 
use an article other than the article protected by 
utility innovation, which is not supplied by the 
vendor, lessor or licensor or his nominee; 

(c) to provide exclusive grant back, prevention 
to challenges to validity of utility innovation so 
registered and coercive package licensing and any 
such condition shall be void. 
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Provisions for Issue of duplicate 
certificate in case of loss of the original. 

Certain conditions are to be considered 
as restrictive trade practices and 
therefore they should be avoided. 



(2) A condition of the nature referred to in clause (a) 
or clause (b) or clause (c) of sub-section (l) shall not 
cease to be a condition falling within that sub-section 
merely by reason of the fact that the agreement 
containing it has been entered into separately, 
whether before or after the contract relating to the 
sale, lease or license of the article protected by utility 
innovation. 
(3) In proceedings against any person for the 
infringement of a utility innovation it shall be a 
defense to prove that at the time of the infringement 
there was in force a contract relating to the utility 
innovation and containing a condition declared 
unlawful by this section: 
PROVIDED that this sub-section shall not apply if 
the plaintiff is not a party to the contract and proves 
to the satisfaction of the court that the restrictive 
condition was inserted in the contract without his 
knowledge and consent, express or implied. 
(4) Nothing in this section shall-

(a) affect a condition in a contract by which a 
person is prohibited from selling goods other than 
those of a particular person; 

(b) validate a contract which, but for this section, 
would be invalid; . 

(c) affect·a condition in a contract for the lease of, 
or licence to use, an article of utility innovation, by 
which the lessor or licensor reserves to himself or his 
nominee the right to supply such new parts of the 
article of utility innovation as may be required or to 
put or keep it in repair. 
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58.Fee (1) There shall be paid in respect of the registration Provisions relating to payment of fees in 
of utility innovation and applications thereof, and in respect of proceeding under the law. 
respect of other matters in relation to the registration 
of utility innovations under this Act or rules made 
thereunder, such fees as may be prescribed. 
(2) Where a fee is payable in respect of the doing of 
an act by the Controller, the Controller shall not do 
that act until the fee has been paid. 
(3) Where a fee is payable in respect of the filing of a 
document at the patent office, the fee shall be paid 
along with the document or within the prescribed 
time and the document shall be deemed not to have 
been filed at the office if the fee has not been paid 
within such time. 
(4) A proceeding in respect of which a fee is payable 
under this Act or the rules made thereunder shall 
have no effect unless the fee has been paid. 

59.Protection of Notwithstanding anything contained in this Act, the Provisions relating to security of India 
by which the Central Government is 
prohibited from disclosing any 
information which is prejudicial. 

security of India Central Government shall-
(a) not disclose any information relating to any utility 
innovation or any application relating to the 
registration of utility innovation under this Act, 
which it considers prejudicial to the interest of the 
security of India; 
(b) take any action including the cancellation of any 
utility innovation which it considers necessary in the 
interest of the security of India by issue of a 
notification in the official gazette to that effect. 
Explanation : For the purposes of this section, the 
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expression "security of India" includes any action 
necessary for the security of India which relates to 
utility innovation so registered used as anns, 
ammunition and implements of war and other goods 
and materials as is carried on directly or indirectly 
for the purpose of supplying a military establishment; 
or for the purpose of war or other emergency in 
international relations. 

60.Application of The Controller General of Patents, Designs and Provisions relating to application of 
provisions Trade Marks appointed under sub-section (1) of provisions under the patent law III 

relating to patent section 3 of the Trade Marks Act, 1999 shall be the respect of certain matters. 
office and its Controller for th~ purposes of this Act and all other 
establishment prOVISIOns relating to patent office and its 
under Chapter establishment under the Chapter-XIV of the Patents 
XIV of the Act, 1970 shall be applicable for the purpose of this 
Patents Act 1970 Act. 
61.Application of 
provisions 
relating to patent 
agent under 
Chapter XXI of 
the Patents Act 
1970 
62. Power of the 

A patent agent registered under the Patents Act, 1970 
shall be eligible for doing any act on behalf of the 
applicant under this Act if authorized him and all the 
provisions relating to patent agent under Chapter­
XXI of the Patents Act, 1970 shall be applicable for 
the purpose of this Act. 

(1) The Central Government may, by notification on 
the Official Gazette, make rules for implementing Central 

Government 
make rules 

to any or all the provisions or carrying out the purposes 
of this Act. 
(2) The power to make rules under this section shall 
be subject to condition of the rules being made after 
previous publication 
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Provisions relating to application of 
proVISIons under the patent law III 

respect of certain matters. 

The provisions relating to making the 
rules to implement utility innovation 
law. 



63. Rules to be 
placed before 
parliament. 

Every rule made under this Act shall be laid, as soon Validity of rules when they are placed 
as may be after it is made, before each House of before the parliament. 
Parliament while it is in session for a total period of 
thirty days which may be comprised in one session or 
in two or more successive sessions and, if before the 
expiry of the session immediately following the 
session or the successive sessions aforesaid, both 
Houses agree in making any modification in the rule, 
both Houses agree that the rule should not be made, 
the rule shall thereafter have effect only in such 
modified form or be of no effect, as the case may be; 
so, however, that any such modification or 
annulment shall be without prejudice to the validity 
of anythinnreviously done under that rule 

285 



BIBLIOGRAPHY 

Treaties and Conventions 

1. ARIPO, Reasons for establishing ARIPO 

2. Harare Protocol on Patents and Industrial Designs within the Framework of the 

African Regional Industrial Property Organization (ARIPO), WIPO 

3. Patent Cooperation Treaty (PCT) 

4. Strasbourg Agreement Concerning the International Patent Classification, WIPO 

5. Sub-regional Integration Agreement (Cartagena Agreement) Decision 48Cr-Common 

Provisions on Industrial Property (of September 14, 2000) 

6. The Berne Convention, 1886 

7. The Paris Convention, 1883 

8. TRIPS: A More Detailed Overview Of The Trips Agreement Overview: the TRIPS 

Agreement, WTO 

Statutes 

1. Belarus Patent Law, Law No. 160-3 of 16th December 2002 (the latest edition from 

Oct 29,2004 

2. Belarus Patent Law, Law No. 160-Z as amended as of December 24,2007 (Adopted 

by the House of Representatives on November 14, 2002) and (Approved by the 

Council of Republic on December 2, 2002 

3. Belgium Patent law of March 28, 1984, as last amended on January 28, 1997) 

4. Belize Patents Act, Revised Edition 2000, Showing the Law As On 31 sl December 

2000 

5. Brazil Law of No. of 9,279, May14, 1996 

6. Bulgaria, Law of Patents and Utility Model Registration (Title amended, state Gazette 

No. 64/2006, force as from 09.11.2006 

7. Chile, Industrial Property Law, law No. 19.039 of January 24, 1991, Entry into force 

September 20, 1991 

8. Competition Law and Policy in Germany 

Page 286 



9. Costa Rica, Ley N° 6867 de Patentes de Invenci6n, Dibujos y Modelos Industriales y 

Modelos de Utilidad 

10. Czech Republic, No. 4/2001 ColI. Complete wording of Act No. 478/1992 CoIl. on 

Utility Models, as follows from amendments implemented by Act No. 116 / 2000 

ColI. ACT on Utility Models 

11. DECISION 486: Common Intellectual Property Regime 

12. Denmark, Consolidated Act Mo. 88 on Utility Model, 

13. Ecuador, Law on Intellectual Property 

14. Estonia Utility Model Act (Passed 16 March 1994, RT 11994,25,407, Consolidated 

text RT I 2000, 60, 388), entered into force 23rd May 1994 

15. Ethiopia Proclamation No. 123/1995 

16. France, Intellectual Property Code 

17. Gautmela, Decree no. 57-2000 

18. Georgia, Patent Law 

19. Germany Utility Model Act, Date of Issue: 5/5/1936, version published on 28 August 

1986 (Federal Law Gazette I P 1455), the last 31 Article of article 2 of the Law of 

July 2009 (Federal Law Gazette I 2521) 

20. Germany, Patent Act, as amended by the Act on Improvement of Enforcement of 

Intellectual Property Rights of 31 July 2009 

21. Greece, LAW No. 1733/87 (FEK 171 A' of22.09.1987) "Technology transfer, 

inventions, and technological innovation" as amended by Art. 18, of Law No. 

173911987 (FEK 201, A' of20.11.1987) 

22. Honduras, DECREE No. 12-99-E - Industrial Property Law 

23. Hugary, Act XLVIII of2001 on the protection of Utility Models (ACT XXXVIII of 

1991), of Protection of Utility Models 

24. Implementing Regulations of the Patent Law of the People's Republic of China, 

Promulgated by Decree No. 306 of the State Council of the People's Republic of 

China on June 15, 2001, and effective as of July 1, 2001) 

25. Indonesia, Patent Law, as amended by law 14, on August 1,2001 

26. Industrial Model Law, Legislative Provisions on Industrial Model Patents Royal 

Decree No. 1411 of August 25, 1940 as last amended by Legislative Decree No. 198 

of March 19, 1996, Entry into Force: April 15, 1996 

27. Ireland, PATENTS ACT, 1992, Number 1 ofl992 

Page 287 



28. Japan, Utility Model Legislation 

29. Korea, Utility Model Law, Last amended on January 30, 2009 by Act No. 

9371 QPromu}gated on December 31,1961 by Act No. 952Q 

30. Laos, Intellectual Property Promulgated: 14 January 2008, Entry into force: 14 April 

2008, Intellectual Property Laws 

31. Law No. 3/92, Republic of Angola 

32. Law of Republic of Tajikistan on Invention 

33. Law of Ukraine, On the Protection of Rights in Inventions and Utility Models 

(Published in the Gazette of the Verkhovna Rada of Ukraine (GVR), 1994, 

34. Law on Intellectual Property, National Assembly of the Socialist Republic of Vietnam 

Legislature XI, Session 8, (From 18 October until 29 November 2005) 

35. Law on Inventions, Utility Model and Industrial Design, adopted on 10th June 2008, 

Armenia 

36. LawsofRepublic of Uzbekistan, in Sphere ofIntellectual Property Rights Protection 

37. Malaysia, Patent Act, Act 291 of 1983 as amended by Act A1264 of2006 Entry into 

Force, August 16, 2006 

38. Mexico, Intellectual Property Law 

39. N 7, Art. 32) 

40. Order of the President of the People's Republic of China, No.8 The Decision of the 

Standing Committee of the National People's Congress on Amending the Patent Law 

of the People's 

41. Patent law of Finland, Modified: 575171, 407/80, 387/85, 801191,577/92, 1034/92, 

1409/92, 593/94, 717/95, 1695/95, 243/97, 650/00, 990/04, 896/05, 295/06 and 

684/06 

42. Patent Law ofKrygyz Republic, (Version of the Laws ofthe Kyrgyz Republic of July 

25, 2002 # 130, February 27, 2003 # 46) 

43. Patent Law of Republic Of Kazakhstan, With an adoption of the Law "On 

Amendments and Additions for some legislative acts concerning an intellectual 

property of the Republic of Kazakhstan" March 2,2007, XI! 237-III LRK 

44. Patent Law of Russian Federation, Entry into force: October 14,1992 

45. Patents Amendment (Innovation Patents), Act 2000, Australia 

46. Philippines, Intellectual Property Code of the Philippines (Republic Act No. 8293 

Page 288 



47. Poland, ACT OF 30 June 2000 Industrial Property Law, as amended by act of23 

January 2004 and act of 29 June 2007 

48. Portugal, Industrial Property Code, (approved by Decree-Law 36/2003 of 5 March 

and amended by Decree-Law 318/2007 of26 September, Decree-Law 360/2007 of2 

November, Decree-Law 143/2008 of 25 July and Law 1612008 of 1 April) 

49. Republic of Albania, the Assembly Law, dated, 7.7.2008 

50. Republic of China, adopted at the 6th Meeting of the Standing Committee of the 

Eleventh National People's Congress on December 27,2008, is hereby promulgated 

and shall go into effect as of October 1, 2009 

51. Slovakia, Act No. 517/2007 ColI. on Utility Models and on Amendment of Some 

Acts Amended by: Act No. 495/2008 ColI. 

52. Spain, Law 1111986, of March 1986, on Patents (as last amended by Law 5011998, of 

December 30, 1998, on Tax, Administration and Social policy Measures) 

53. The Indian Patents Act, 1970 

54. The Law of Azerbaijan Republic on "Patent" 

55. Trinidad & Tobago, Patents Act, 1996, No. 21 of 1996, as amended by Act No. 18 of 

2000 

56. Turkey, Decree of Patent Right Protection, Statutory adoption date: 24/06/1995, No. 

551, Date of Authorization Code: 06/0811995, No. 4113, Date Published in the 

Official Gazette: 27.06.1995, No: 22326 

57. Uruguay, Law No. 17.164 Regulating Rights and Obligations Relating to Patents, 

Utility Models and Industrial Designs (1.827*R) 

58. Utility Models Act, 1994, (Federal Act on the Protection of Utility Models), Austria 

Page 289 



BOOKS 

1. Aghion, P. and P. Howitt, Endogenous Growth Theory. Cambridge, MA: MIT Press, 

(1997) 

2. Aghion, P. and P. Howitt, The Economics of Growth. Cambridge, MA: MIT Press 

(2009) 

3. Cornish W.R, Intellectual Property, Tomson, 3rd ed. 1996, pp 297-299 

4. Debora L Spar, Ruling the Waves: Cycle of Discovery, Chaos and Wealth from the 

Compass to the Internet, Harcourt Inc, New York, 2001, PAPER BACK, 2003 

5. Doing Business in India, Comparing regulation in 17 cities and 181 Economies, Ernst 

& Young, 2009 

6. Economides, 1988, Scheppele, 1988, Hadfield (1992), Goldstein (1995, ch. 5) and 

Plant (1934b) 

7. Heidelberg, Communication and the Media Economy of the Future, E-merging Media 

2004,p.311-329 

8. I r. Callmann, Unfair Competition, Trademarks and Monopolies, Thomson Reuters, 

(1981) at P. 36 

9. John Locke's, Two Treaties of Government, Publiher Anshwam Churchill, December, 

1689 

10. Lior Zemer, On the Value of Copyright Theory, Radzyner School of Law, IDC 

Herzliya, 2006 

11. Lysander Spooner, The Law of Intellectual Property, published by Bela Marsh, Part 1, 

Chapter 1, Section 9 

12. Merges, et aI., 1997, pp. 135-136 

13. Rand, Ayn Capitalism: The Unknown Ideal, New York: Signet, paperback 2nd ed., 

(1967) [1966] 

14. Richard T. De George, Intellectual Property Right, The Oxford Bandbook of Business 

Ethics, Oxford University Press, vol. 1, 1st ed., 416 

REPORTS/COMMENTARIES/ PAPERS/GUIDELINES 

1. Annual Reports of Intellectual Property Office, India (2005-2013) 

2. B Jorina Khan, Intellectual Property and Economic development, Lessons from 

American and European History, A Study Paper la, page 4,2002 

Page 290 



3. Census ofIndia, 2001, Projected population by age and sex for 2006 (on the basis of 

Census ofIndia, 2001) from Report of the Technical Group on Population Projections 

(constituted by the National Commission on Population), May 2006 

4. China 2030, Building a modem, harmonious and high Income Society, Report by 

World Bank Development Centre, 2012 

5. Thomas T Moga, China's Utility Model System: Innovation Driver Or Deterrent, 

Published By US Chamber Of Commerce, November 2012 

6. B Zorina Khan, Intellectual Property And Economic Development: Lessons From 

American And European History, Study Paper 1 a, Commission On IP Rights, 

Department of Economics Brunswick Main USA and National Bureau of Economic 

Research, 2002 

7. Seth M. Reiss, Commentary on the Paris Convention for the Protection Of Industrial 

Property, Oxford, ISBN: 9780199659524 

8. Creating Roadmap for a Decade of Invention, Strategy Paper, National Innovation 

Council, March 2011 

9. Development Of China's Utility Model Patent System, State Intellectual Property 

Office Of The P. R. China, 2009 

10. Discussion Paper on Utility Model by Department of Industrial Policy and Promotion, 

Ministry of Commerce and Industry, 2011 

11. Dolman, Ben and David Gruen, Productivity and Structural Change, invited address 

by the first author to the 41 st Australian Conference of Economists, Melbourne, 10 

July, p. 7,2012 

12. Dr. Ruhakana Rugunda, Uganda Investment Forum 2013, Driving Africa's Growth: 

The Role OfInformation And Communications Technologies (lCT) 

13. Dr. K.S. Kardam, Utility model-a tool for economic and Technological development: 

A case study of Japan, 2007 

14. Educational attainment data from Current Population Survey, US, 2001, 2002, 2003 & 

2004 

15. Eve Y. Zhou, Patented in China: The present and Future state of Innovation in China, 

by, Report by Thompson Reuters, 2009 

16. Fisher, Property and Contract on the Internet, Chicago Kent law Review, 1998 

17. GDP Growth In China, A Report, 1952-2011, available at 

http://www.chinability.comlGDP.htm 

Page 291 



18. Green Paper on The protection ofVtility Model in Single Market, By the Commission 

of European Communities, 1975, Page 63, 1 SI paragraph, foot note 113, 

19. Guo Shoukang, The Development And Perspective Of Intellectual Property In The 

People's Republic Of China, Intellectual Property Quarterly, 1997 

20. Innovation Readiness of Indian SME's: Issues and Challenges, FICCI MSME, 

Summit 2012 

21. Hirohito Katsunuma, Japanese Patent Law Amendments For Reducing Patent 

Pendency" by, Kyowa Patent and Law Office, 2004 

22. ICT and economic recovery, lTV News, year 2009 

23. Information Technology Annual Report, Leading SMEs of India, 2010-2011, Ministry 

of Communications & Information Technology, 

24. Innovation in India, National Knowledge Commission Report, 2007 

25. Innovation in India, National Knowledge Commission Report, 2007 

26. IP hampers free market by Stephan Kinsella, Foundation for Economic Education 

(FEE), May 2011 

27. Jan Peter Wogart, Internationalization of R&D - Facing the Challenge of 

Globalization: Approaches to a Proactive International Policy in S&T, Prepared on 

behalf of the CREST OMC Working Group 

28. Japan Patent Office, Annual Reports (year 2000 onwards) 

29. Japanese Guidelines, Part II, Chapter 2, Section 2.5(3) 

30. Jonathan Adams, Building BRICS: Exploring the Global Research and Innovation 

Impact of Brazil, Russia, India, China and South Korea, 2013,Thomson Reuters 

31. Ken Shao, Patent Law, National Strategies And Policy Incentives: China's Road To A 

Leading Innovator; International Trade And Business Law; Vol. 14; Pg 91 

32. Li, Wei, Analysis Of Impact Of Different Types Of Patents On Technological 

Advancement In China, African Journal Of Business Management, Vol. 6(10),2012 

33. Liu, H., Patent System and Economic Development: Theory & Reality-Analysis on the 

Dynamic Utility of China's Patent System, China Software Science, Journal of 

Knowledge Based Innovation in China, 10: pp.26-30, 2002 

34. Louisa, The skills 'threat' from China and India - Fact or fiction, Report of key 

findings, March 2012 

35. Medalla, Erliada M., Kent Mikkelsen and Robert E. Evenson, Invention Philippine 

Industry", Paper presented at the Third National Convention on Statistics, Philippine 

International Convention Centre, December 13-14, 1982 

Page 292 



36. Outline of Utility Model System, Japan Patent Office, Asia-Pacific Industrial Property 

Center, nIl, 1999 

37. Paolo Beconcini, China: Big Change To Utility Model, Design Patent Exams in China, 

Mondaq, 6th December 2013 (updated) 

38. Phillip Toner, Workforce Skills and Innovation: An Overview of Major Themes in the 

Literature, 2011 

39. Policy Guide to Scaling Social Innovation, Schwab Foundation for Social 

Entrepreneurship, World Economic Forum, April 2013 

40. Product and Service Innovation in Small and Medium-Sized Enterprises: Smeal 

College of Business, The Pennsylvania State University, September 20,2006 

41. Rajeev Anantaram, The Internationalization of R&D in India: Opportunities and 

Challenges, 2009 

42. Review of Innovation Patent System, Advisory Council on Intellectual Property, 

August 2011 

43. Report on Revision of Utility Model, Kyowa Patent and Law Office, March 2005 

44. Sarah L. Moritz, Australia's Second-Tier Patent System: A Preliminary Review, 

Intellectual Property Research Institute Of Australia (lPRIA), November 2004, 

Andrew F. Christie 

45. Somesh K. Mathur, Global Information Technology Report 2009-2010: ICT for 

Sustainability Information Technology Industry: Past, Present and Future and a tool 

for Natiollal Development, 2010 

46. Statement of Objects and Reasons of the Copyright Bill Introduced in the Rajya Sabha 

on 1 October 1955 

47. Summary report of replies to the questionnaire on the impact of the Community Utility 

Model with a view to updating the Green Paper on Protection by the Utility Model in 

the Internal Market, European Commission, March 2002 

48. Summary of the Paris Convention for the Protection of Industrial Property (1883) 

Treaties and Contracts, WIPO 

49. Technology Transfer in Countries in Transition: Policy and Recommendations, A 

report by WIPO, 2012 

50. The data source for India: Selected Educational Statistics 2000-01, 2001-02, 2002-03 

& 2003-04 (An annual publication of the Ministry of Human Resource Development, 

Govt.oflndia), 

Page 293 



51. The Economic Value of The Australian Innovation Patent, The Australian Innovation 

Patent Survey, 24 March 2013, IP Australia 

52. The Economic Value of The Australian Innovation Patent, The Australian Innovation 

Patent Survey, 24 March 2013, IP Australia 

53. The Global Competitiveness Report, World Economic Forum, 2010-2011, Page 183 

54. The impact of the crisis on ICTs and their role in the recovery, August 2009, OECD 

55. The Protections of Utility Models in the Single Market, Commission of European 

Communities, Green Paper, 1995 

56. The Skill Development Landscape in India and Implementing Quality Skills Training, 

Federation of Indian Chambers of Commerce and Industry, 2010 

57. The Current Status of Science Around the World, UNESCO Science Report 2010 

58. Transnational Corporations and the Internationalization of R&D, World Investment 

Report, United Nations New York and Geneva, 2005 

59. U. S. Census Bureau, Educational attainment data from 2004, American Community 

Survey, American Fact Finder, U. S. Census Bureau Survey of Graduate Students and 

Post Doctorates in Science and Engineering, Division of Science Resources Statistics, 

U. S. National Science Foundation Estimated age-group wise population from U. S. 

Census Bureau, Age & Sex data, American Fact Finder, U. S. Census Bureau 

60. Uma Suthersanan, UNCTAD-ICTSD Project on IPRs and Sustainable Development, 

Fostering Invention, Innovation and Creativity in Developing Countries, 2006 

61. Unleashing In,dia' s Innovation, World Bank Report, 2007 

62. WIPO IP Facts And Figures, WIPO, Yearly (1998-2014) 

63. World Population Prospects: The 2004 Revision Population. 

Articles & Documents 

1. Bilsel an,d O. Oral, Role of Education, Science and Technology in Developing 

Countries, Eastern Mediterranean University, 2012-2013 

2. Anja Breitwieser and Neil Foster, Intellectual Property Rights, Innovation and 

Technology Transfer: A Survey, The Vienna Institute for International Economic 

Studies, Working Paperno.88, 2012 

3. Bodenhausen, Guide to the Paris, Convention, United International Bureaux For The 

Protection of Intellectual Property (BIRPI), p. 71,1968, ISBN: 978-0-9844084-4-3 

Page 294 



4. Brad, Shennan; Lionel Bently The making of modern intellectual property law: the 

British experience, Cambridge University Press, 1760-1911, 1999, ISBN 978-0-521-

56363-5 

5. Chen, Y. and T. Puttitanun, Intellectual Property Rights and Innovation in Developing 

Countries, Journal of Development Economics, 78, 474-49, 32005 

6. Correa, Intellectual Property Rights and Foreign Direct Investment, International 

Journal of Technology Management, 10(2/3): 173-19, 1995 

7. Dr. John Mugabe, Intellectual Property Protection And Traditional knowledge: An 

Exploration In International Policy Discourse, 1998, available at 

wipo_unhchr_ip-'pnl_98_ 4.doc 

8. Dr. Peter Schweighart, Protect Your Rights with Utility Model Patents, Managing 

Intel!. Prop. 191,68, July-August 2009 

9. Dutta, A. and S. Shanna, Intellectual Property Rights in Developing Countries: 

Evidence from India, unpublished paper, 2008 

10. Ginarte, Juan Carlos and Walter G. Park, Detenninants of Patent Rights: A Cross­

National Study, Research Policy 26,283-301, 1997 

11. Guo Shoukang, The Development and Perspective of Intellectual Property in The 

People's Republic of China, Intellectual Property Quarterly, 1997 

12. Horatio Fortini Brown, An Historical Study Based upon Documents for the Most Part 

Hitherto Unpublished, The Venetian Printing Press 1469-1800, 1891, reference 

available at 

http://www .copyrighthistory.orglcamltools/requestlshow Record. php?id=commentary 

i 1469 

13. Horstmann, Ignatius and James R. Markusen, Licensing Versus Direct Investment: A 

Model of Internalization by the Multinational Enterprise, Canadian Journal of 

Economics, Vo!' 20, 464-481, 1987 

14. John A. Tessensohn, Japan: Utility Models- Improvement to System, Intellectual 

Property Review, Westlaw, E.I.P.R. Nl19, 2005 

15. Kaufer E., The Economics of the Patent System, Fundamentals of Pure and Applied 

Economics, Harwood Academic Publishers, Vol. 30, 1989 

16. Keeping Science Open: the Effects of Intellectual Property Policy on the Conduct of 

Science, By the Royal Society, 2003, available on 

https:llroyalsociety.org/~/medialRoyal_ Society _ Contentlpolicy/publications/2003/98 

45.pdf 

Page 295 



17. Keith E. Maskus, Impacts of The Japanese Patent System on Productivity Growth, 

Department of Economics, University of Colorado, 11 (4):557-574, December 1998 

18. Ken Shao, Patent Law, National Strategies And Policy Incentives: China's Road to a 

Leading Innovator; International Trade And Business Law; Vol. 14; Pg 91,2011 

19. M. H. Bala Subrahmanya, Technological Innovation in Indian SMEs: Need, Status 

and Policy Imperatives Opinion in Creativity, Innovation and Entrepreneurship, Vol. 

1, Issue 2, November 2012 

20. Mansfield, Edwin, How Rapidly Does Industrial Technology Leak Out, Journal of 

Industrial Economics, vol. 34,217-223, 1985 

21. Mansfield, Edwin, Intellectual Property Protection, Foreign Direct Investment, and 

Technology Transfer, International Finance Corporation, Discussion, Paper 19, 1994 

22. Mansfield, Edwin, Intellectual Property Protection, Direct Investment and 

Technology Transfer: Gennany, Japan, and the United States, International Finance 

Corporation, Discussion Paper 27,1995 

23. Mark A. Lemley, Property, Intellectual Property, and Free Riding, Texas Law 

Review, 2007 

24. Mark A. Lemley, Property, Intellectual Property, and Free Riding, Texas Law 

Review, Vol. 83:1031, page 1033,2005 

25. Mark D. Janis, 2nd Tier patent protection, Harvard International Law Journal, Harv. 

Int'l L.J. 151,31 of 997 documents, Winter 1999 

26. Maskus, Keith E. an4 Mohan Penubarti, How Trade-Related Are Intellectual·.property 

Rights?" Journal of International Economics, vol. 39,227-248,1995 

27. Maskus, Keith E., Intellectual Property Rights in Lebanon," International Trade 

Division, World Bank, manuscript, 1997 

28. Maskus, Keith E., • "The Role ofIntellectual Property Rights in Promoting Foreign 

Direct Investment and Technology Transfer," Duke Journal of Comparative and 

International Law, vol. 9, 109-161,1998 

29. Maskus, Keith E., Sean M. Dougherty, and Andrew Mertha, "Intellectual Property 

Rights and Economic Development in China," manuscript prepared for the Southwest 

China Regional Conference on Intellectual Property Rights and Economic 

Development, Chongqing, September 1998 

30. Mossoff, A. 'Rethinking the Development of Patents: An Intellectual History, 1550-

1800,' Hastings Law Journal, Vol. 52, p. 1255,2001 

Page 296 



31. Non Obviousness and Inventive Step Requirements in the United States, Europe, 

Japan, Korea, and Thailand (for Combination Inventions), Indian Institute of 

Science Center for Advanced Study & Research on Intellectual Property, CASRIP 

Vol. 15, Issue 2,2008 

32. N Ayse Odman Exploring utility of Utility Models for fostering innovations, Journal 

ofIntellectual Property Rights, Volume 15, November 2010, page 429-439, revised 

on 22nd September 2010 

33. Nobuo Monya, Revision of Japanese Patent And Utility Model System, Pacific Rim 

Law & Policy Journal, Vol.3 No.1, 1994 

34. Paolo Beconcini, China: Big Change To Utility Model, Design Patent Exams III 

China, Mondaq, Update On 6th December 2013 

35. Park, Walter G. and Juan Carlos Ginarte, Intellectual Property Rights and Economic 

Growth, Contemporary Economic Policy, 1997, 15, 51-61 

36. Peter A Cummings, From Germany To Australia: Opportunity For A Second Tier 

Patent System in The United States, Hein Online, 18 Mich. St. 1. Int'l L. 297, page 

304, 2nd paragraph, 2009-2010 

37. Peter S. Menell, Intellectual Property: General Theories, page no. 2,1999 

38. Peter S. Menell, Intellectual Property: General Theories, University of California at 

Berkeley, 1999 

39. Schneider, P., International Trade, Economic Growth and Intellectual Property 

Rights: A panel data study of developed and developing countries. Journal of 

Development Economics, 78, 529-547, 2005 

40. Scotchmer, Suzanne, Standing on the Shoulders of Giants: Cumulative Research and 

the Patent Law, Journal of Economic Perspectives,vol. 5, 29-42, 1991 

41. Smarzynska Javorcik, B., The Composition of Foreign Direct Investment and 

Protection of Intellectual Property Rights: Evidence from Transition Economies'. 

European Economic Review, 48(1): 39-62, 2004 

42. Smith, P.J. 'How Do Foreign Patent Rights Affect US Exports, Affiliate Sales and 

Licenses?' Journal ofInternational Economics, 55(2): 411-39,2001 

43. Spinello, Richard A, Intellectual property rights, , Library Hi Tech 25 (1): 12-22, 

January 2007 

44. Stephen G Kunin, A Comparative Analysis of Inventive Step Standard in the 

European and Japanese Patent offices from a US perspective, ObIon, McClelland, 

Maier & Neustadt, L.L.P, Jan-Feb 2008 

Page 297 



45. Stewart S M, International Copyright and Neighboring Rights, 2nd ed., 1989, p100 

46. Thomas T Moga, China's Utility Model System: Innovation Driver Or Deterrent, US 

Chamber Of Commerce, November 2012 

47. William H. Browne, A Treatise on the Law of Trade Marks, Albany: W. C. Little, at 

P. 14, 1885 

48. Yu Jianyang, Review of Patent Infringement Litigation in the People's Republic of 

China, Columbia Journal of Asian Law, 5 J. Chinese L. 297 1991 

49. Zheng Chengsi, China: the alternatives: patent, utility model or design registration, 

European Intellectual Property Review., 1987 

Web & Newspaper Resources 

1. Boston College Intellectual Property & Technology Forum 

Available at http://www.bciptf.org 

2. Commentary on: Johannes of Speyer's Printing Monopoly (1469) 

Available at 

http://copy.law .cam.ac. uklcamitoolsirequestishowRecord. php?id=commentary _i _146 

9# ednref2 

3. India Vs China - the Outsourcing war" by Flexin Technologies Limited, Page No.4 

available at : http://www.flexsin.comiIT -Outsourcing-Comparative-analysis. pdf 

4. India overtakes Japan to become third-largest economy in purchasing power parity, 

The Economic Times, New Delhi, April 19, 2012 

5. John Richards, Petty Patent (Utility Model) Protection - The Current Situation 

Worldwide, Ladas and Parry LLP, 2012 

6. Lack ofIP protection may hit Asia's rise, Time ofIndia, 3rd January 2012 

7. Patent litigation and filing in China 

Available at: http://www .law. berkeley.edU/files/bclt china-Saber. pdf 

8. Report on the Revision of Patents Law 

Available at http://spicyip.comlwp-

contentluploads/20 13/1 O/ayyangar _committee Jeport. pdf (Last accessed on 26 

February, 2015) 

9. Where can Utility Models be Acquired 

Available at http://www.wipo.intlsme/en/ipbusiness/utilitymodels/where.htm. last 

visited on 26th November 2013 

Page 298 


